
O-575-18 

 

 

 

 

TRADE MARKS ACT 1994 

 

IN THE MATTER OF THE APPLICATION BY 

JOHN NICHOLAS HEATH  

UNDER NO 3222803  

FOR THE FOLLOWING SERIES OF TRADE MARKS 

 

 

 

 

 

IN THE MATTER OF OPPOSITION NO. 409717 THERETO  

BY  

VALDIMIR PTE LTD. 

   
 

 
 
 
 
 
 
 
 
 
 
 
 
 

https://ipo.gov.uk/trademark/image/GB50110000003222803.jpg
https://ipo.gov.uk/trademark/image/GB50120000003222803.jpg


 

2 
 

Background and pleadings 

 

1)  On 3 April 2017 Mr John Nicholas Heath applied to register the series of trade 

marks shown on the front page of this decision (“the opposed marks”) in the UK.  

 

The application was accepted and published for opposition purposes in the Trade 

Marks Journal on 14 April 2017 for the following goods: 

 

Class 9:  Software development tools; Software. 

 

Class 35:  Business management consulting services in the field of information 

technology; Consulting services in business organization and management; 

Business consulting. 

 

Class 42:  Information technology [IT] consulting services; Consulting in the 

field of cloud computing networks and applications; Consulting services relating 

to computer software; Software development, programming and 

implementation; Software as a service [SaaS]. 

 

2)  The application is opposed by Valdimir Pte Ltd (“the Opponent”) under section 

5(2)(b) of the Trade Marks Act 1994 (“the Act”), for the purposes of which it relies upon 

the following earlier EU trade mark (“EUTM”) registrations: 

 

EUTM 11891108 was filed on 11 June 2013 with a priority date of 21 January 2013 

and completed its registration procedure on 22 January 2015 for the following sign: 

 

FWD 

 

The goods relied on by the Opponent under EUTM 11891108 are shown in Annex A 

to this decision. 

 

EUTM 12074589 was filed on 19 August 2013 with a priority date of 10 May 2013, and 

completed its registration procedure on 2 October 2016 for the following sign: 
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The goods relied on by the Opponent under EUTM 12074589 are shown in Annex B 

to this decision. 

 

EUTM 12074605 was filed on 19 August 2013 with a priority date of 10 May 2013, and 

completed its registration procedure on 2 January 2016 for the following sign: 

 

The goods relied on by the Opponent under EUTM 12074605 are shown in Annex C 

to this decision. 

 

3)  The significance of the above dates is that all the marks relied on by the Opponent 

constitute earlier marks in accordance with section 6 of the Act, and none are subject 

to the proof of use conditions contained in section 6A of the Act, their respective 

registration procedures not having been completed more than five years before the 

publication of Mr Heath’s mark.   

 

4)  The Opponent claims that because of similarity between the opposed mark and the 

earlier marks and identity or similarity between the goods of the opposed mark and 

those of the respective earlier marks there exists a likelihood of confusion.  Mr Heath 

filed a counterstatement, in which he denied that the requirements of section 5(2)(b) 

of the Act are satisfied.  Certain exhibits filed by Mr Heath with the Form TM8 were 

returned to him by the Registry, which advised him in a letter of 29 November 2017 

that any evidence which he wished to be considered should be filed at the appropriate 

time and in the correct format.  He was also advised that references in the 
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counterstatement to these exhibits would be disregarded and the exhibits would not 

form part of these proceedings.  Similarly, he was informed that references in the 

counterstatement to website links would be disregarded.  Neither party filed evidence.  

Neither party requested a hearing.  Both parties filed written submissions, both during 

the evidence rounds and in lieu of attendance at a hearing.  I therefore give this 

decision after a careful review of all the papers before me.  The Opponent is 

represented by Pennington Manches LLP.  Mr Heath has represented himself.    

 

Section 5(2)(b) 

 

5)  Section 5(2)(b) of the Act reads as follows:  

 

“5(2) A trade mark shall not be registered if because – [...] 

 

(b) it is similar to an earlier trade mark and is to be registered for goods or 

services identical with or similar to those for which the earlier trade mark is 

protected,  there exists a likelihood of confusion on the part of the public, which 

includes the likelihood of association with the earlier trade mark”.  

 

6)  The following principles are gleaned from the decisions of the Court of Justice of 

the European Union (”CJEU”) in Sabel BV v Puma AG, Case C-251/95, Canon 

Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc, Case C-39/97, Lloyd Schuhfabrik 

Meyer & Co GmbH v Klijsen Handel B.V. Case C-342/97, Marca Mode CV v Adidas 

AG & Adidas Benelux BV, Case C-425/98, Matratzen Concord GmbH v OHIM, Case 

C-3/03, Medion AG v. Thomson Multimedia Sales Germany & Austria GmbH, Case C-

120/04, Shaker di L. Laudato & C. Sas v OHIM, Case C-334/05P and Bimbo SA v 

OHIM, Case C-591/12P:   

 

(a) The likelihood of confusion must be appreciated globally, taking account of 

all relevant factors;  

 

(b) the matter must be judged through the eyes of the average consumer of the 

goods or services in question, who is deemed to be reasonably well informed 

and reasonably circumspect and observant, but who rarely has the chance to 
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make direct comparisons between marks and must instead rely upon the 

imperfect picture of them he has kept in his mind, and whose attention varies 

according to the category of goods or services in question; 

 

(c) the average consumer normally perceives a mark as a whole and does not 

proceed to analyse its various details;  

 

(d) the visual, aural and conceptual similarities of the marks must normally be 

assessed by reference to the overall impressions created by the marks bearing 

in mind their distinctive and dominant components, but it is only when all other 

components of a complex mark are negligible that it is permissible to make the 

comparison solely on the basis of the dominant elements;  

 

(e) nevertheless, the overall impression conveyed to the public by a composite 

trade mark may be dominated by one or more of its components;  

 

(f) however, it is also possible that in a particular case an element 

corresponding to an earlier trade mark may retain an independent distinctive 

role in a composite mark, without necessarily constituting a dominant element 

of that mark;  

 

(g) a lesser degree of similarity between the goods or services may be offset 

by a great degree of similarity between the marks, and vice versa;  

 

(h) there is a greater likelihood of confusion where the earlier mark has a highly 

distinctive character, either per se or because of the use that has been made 

of it;  

 

(i) mere association, in the strict sense that the later mark brings the earlier 

mark to mind, is not sufficient; 

 

(j) the reputation of a mark does not give grounds for presuming a likelihood of 

confusion simply because of a likelihood of association in the strict sense;  
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(k) if the association between the marks creates a risk that the public will 

wrongly believe that the respective goods or services come from the same or 

economically-linked undertakings, there is a likelihood of confusion. 

 
 

Comparison of goods and services 

 
7)  In assessing whether there is a likelihood of confusion I must make my comparison 

of the respective goods and services on the basis of the principles laid down in the 

case law.  In Gérard Meric v Office for Harmonisation in the Internal Market, Case T- 

133/05 (“Meric”), the General Court (“the GC”) stated that:  

 

“29. In addition, the goods can be considered as identical when the goods 

designated by the earlier mark are included in a more general category, 

designated by the trade mark application (Case T-388/00 Institut fur 

Lernsysteme v OHIM- Educational Services (ELS) [2002] ECR II-4301, 

paragraph 53) or where the goods designated by the trade mark application are 

included in a more general category designated by the earlier mark (Case T-

104/01 Oberhauser v OHIM — Petit Liberto (Fifties) [2002] ECR II-4359, 

paragraphs 32 and 33; Case T-110/01 Vedial v OHIM – France Distribution 

(HUBERT) [2002] ECR II-5275, paragraphs 43 and 44; and Case T-10/03 Koubi 

v OHIM — Flabesa (CONFORFLEX) [2004] ECR II-719, paragraphs 41 and 

42)”.  

 

8)  When it comes to understanding what terms used in specifications mean and cover, 

the guidance in the case-law is to the effect that “in construing a word used in a trade 

mark specification, one is concerned with how the product is, as a practical matter, 

regarded for the purposes of the trade”1  and that I must also bear in mind that words 

should be given their natural meaning within the context in which they are used; they 

cannot be given an unnaturally narrow meaning2.   

 

                                            
1British Sugar Plc v James Robertson & Sons Limited (Treat) [1996] R.P.C. 281  
2 Beautimatic International Ltd v Mitchell International Pharmaceuticals Ltd and Another [2000] FSR 
267 
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9)  For reasons which will become apparent, in making my comparison with the goods 

and services of Mr Heath’s mark I shall do so by reference to the specification of the 

earlier mark EUTM 12074589.  Neither of the other two earlier marks offers a more 

advantageous comparison from the Opponent’s point of view. 

 

10)  Mr Heath states that “ …. there is no likelihood of confusion between [Mr Heath’s] 

and the Opponent’s marks, since there is clear delineation between the target 

audiences for the marks”.  Mr Heath’s statement to the effect that his business and 

that of the Opponent currently operate in different markets is a statement of fact.   

Given that the material submitted by Mr Heath was not admitted in evidence and not 

subsequently resubmitted in proper format, there is no evidence on this before the 

tribunal.  

 

11)  Even if I accepted that it had been proved that Mr Heath’s business and that of 

the Opponent currently operate in different markets, however, this would not in any 

case be relevant to the issue of confusion which I have to decide in these proceedings.   

It is settled law that in assessing whether there is a likelihood of confusion I must make 

my comparison on the basis of notional and fair use over the whole range of goods 

and services covered by Mr Heath’s and (since the earlier mark is not subject to proof 

of use under section 6A of the Act) the Opponent’s respective specifications.   It is the 

inherent nature of the goods and services of the specifications which I have to 

consider3.  Current use and business strategy are not relevant to this notional 

comparison.  My task, therefore, is to conduct the comparison simply on the basis of 

the goods and services as they are set out in the respective specifications.   

 

12)  I now turn to consider the similarity between Mr Heath’s and the Opponent’s 

respective goods and services by reference to each of Mr Heath’s classes in turn. 

 

 

 

 

                                            
3 See on this point the comments of the General Court in Devinlec Développement Innovation Leclerc 
SA v OHIM Case T- 147/03 and the comments of Laddie J in Compass Publishing BV v Compass 
Logistics Ltd [2004] RPC 41 at paragraph 22.  
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Class 9 

 

13)  I understand software development tools to consist of software used for the 

development of software.  As such it falls within the ambit of the Opponent’s computer 

software in Class 9 and is identical under the principle in Meric.  Software is manifestly 

identical with the Opponent’s computer software in Class 9. 

 

Class 35 

 

14)  Business management consulting services in the field of information technology 

in Class 35 covers such matters as identifying business needs and identifying 

appropriate solutions.  As such it falls within the ambit of the Opponent’s professional 

business consultancy in Class 35, and is identical under the principle in Meric.  

Consulting services in business organization and management is covered by the 

Opponent’s business organization consultancy and business management 

consultancy in Class 35, and is identical under the principle in Meric.  Business 

consulting is covered by the Opponent’s professional business consultancy, and is 

identical. 

 

Class 42 

 

15)  Information technology [IT] consulting services is manifestly identical with the 

Opponent’s information technology [IT] consulting services in Class 42.  Mr Heath’s 

consulting in the field of cloud computing networks and applications and consulting 

services relating to computer software also fall within the ambit of the Opponent’s 

Information technology [IT] consulting services in Class 42, and are identical under the 

principle in Meric.  The constituent elements of Mr Heath’s software development, 

programming and implementation fall within the ambit of the Opponent’s design and 

development of computer hardware and software, computer programming, installation 

of computer software and computer software consultancy respectively, and are thus 

identical under the principle in Meric.  Mr Heath’s software as a service [SaaS] is 

clearly identical with the exactly corresponding term in the Opponent’s specification in 

Class 42.     
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The average consumer and the purchasing process 

 
16)   The average consumer is deemed to be reasonably well informed and reasonably 

observant and circumspect. For the purpose of assessing the likelihood of confusion, 

it must be borne in mind that the average consumer's level of attention is likely to vary 

according to the category of goods or services in question: Lloyd Schuhfabrik Meyer, 

Case C-342/97. In Hearst Holdings Inc, Fleischer Studios Inc v A.V.E.L.A. Inc, 

Poeticgem Limited, The Partnership (Trading) Limited, U Wear Limited, J Fox Limited, 

[2014] EWHC 439 (Ch), Birss J. described the average consumer in these terms:  

 

“60. The trade mark questions have to be approached from the point of view of 

the presumed expectations of the average consumer who is reasonably well 

informed and reasonably circumspect. The parties were agreed that the 

relevant person is a legal construct and that the test is to be applied objectively 

by the court from the point of view of that constructed person. The words 

“average” denotes that the person is typical. The term “average” does not 

denote some form of numerical mean, mode or median.” 

 
17)  Mr Heath submits that the average consumers for the parties’ respective goods 

and services are quite different because they currently operate in different fields of 

activity (“… there is no realistic prospect of the audiences for [Mr Heath’s] and the 

Opponent’s trade marks coinciding”).  This submission is misconceived.  I have 

explained above that for the purposes of these proceedings I am required to undertake 

a notional consideration of the full range of goods and services covered by the terms 

of the parties’ respective specifications.  Accordingly, I must consider who the notional 

average consumer will be in respect of the full range of those goods and services.  

 

18) The parties’ specifications include a wide range of goods and services for which 

the average consumer may be a member of the public or a business or professional 

user.  The purchase of an item of software by a member of the general public, for 

example, will generally be less expensive, more frequent, and require a lower level of 

attention to be paid than the commissioning of software development or consultancy 

for a business, which will be infrequent, more expensive and likely to involve a far 

longer process.  That said, the level of attention paid during the selection of all of the 
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respective goods and services will be at least medium, as the average consumer, 

whether an individual or a commercial undertaking, will need to consider, amongst 

other things, issues such as technical compatibility, performance and cost.  The 

selection process is likely to be primarily visual, involving, for example, perusal of 

websites or brochures, though I do not discount the consideration that there may be 

some aural element through, for example, oral recommendation, etc.  Some contracts 

for the purchase of consultancy or IT services by businesses may involve some oral 

negotiation, though they will also normally involve a higher degree of care and 

attention and, virtually invariably, also written dealings; so that here too, the selection 

process is likely to be largely visual.   

 

 Comparison of the marks 

 

19)  It is clear from Sabel BV v. Puma AG (particularly paragraph 23) that the average 

consumer normally perceives a mark as a whole and does not proceed to analyse its 

various details. The same case also explains that the visual, aural and conceptual 

similarities of the marks must be assessed by reference to the overall impressions 

created by the marks, bearing in mind their distinctive and dominant components. The 

CJEU stated at paragraph 34 of its judgment in Case C-591/12P, Bimbo SA v OHIM, 

that: 

 

“.....it is necessary to ascertain, in each individual case, the overall impression 

made on the target public by the sign for which registration is sought, by means 

of, inter alia, an analysis of the components of a sign and of their relative weight 

in the perception of the target public, and then, in the light of that overall 

impression and all factors relevant to the circumstances of the case, to assess 

the likelihood of confusion.” 

  

20)  It would be wrong, therefore, to dissect the trade marks artificially, although it is 

necessary to take into account the distinctive and dominant components of the marks 

and to give due weight to any other features which are not negligible and therefore 

contribute to the overall impressions created by the marks.   
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21)  The letter combination FWD appears in all the earlier marks, being shown in 

stylised form in EUTM 12074589 and EUTM 12074605.  Both EUTM 12074589 and 

EUTM 12074605 also contain a figurative element consisting of a simple arrow device  

pointing right, and which, as I shall discuss further below, can be said to present some 

aspect of similarity with components of the central figurative element in the upper part 

of Mr Heath’s marks.  EUTM 12074605 also contains a further figurative element, in 

the form of a group of running figures, which has no counterpart in Mr Heath’s marks 

and therefore takes this earlier mark further away from them.  For these reasons, I 

consider that the earlier mark EUTM 12074589 represents the Opponent’s best case, 

and I shall make my comparison of the marks on that basis.  I have already made my 

comparison of goods and services by reference to the specification of EUTM 

12074589, noting that neither of the other two earlier marks offers a more 

advantageous comparison from the Opponent’s point of view.   

 

22)  The marks to be compared are shown below: 

 

 

Mr Heath’s series of marks 

 

 

The earlier mark 

EUTM 12074589 

 

 

 

 

 

 

 

 

 

 

 

 
 
23)  Mr Heath asserts that the Opponent uses the colour orange in its mark.  The basis 

for this assertion is not apparent to me and it is pointless to speculate because it is 

https://ipo.gov.uk/trademark/image/GB50110000003222803.jpg
https://ipo.gov.uk/trademark/image/GB50120000003222803.jpg
https://ipo.gov.uk/trademark/image/EU012074589.jpg
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irrelevant in this case.  This is because I must make my comparison of the marks as 

they appear on the register.  The earlier mark is registered in black and white, and 

colour is not claimed for it.  It may therefore be used in any colour4, so that colour 

becomes irrelevant in my comparison.   

 

24)  The earlier mark consists of the conjoined letters FWD.  Apart from being 

conjoined, the F and W are presented in an entirely normal and straightforward 

manner.  The vertical stroke of the final D, however, is missing, the space where it 

should be being partly occupied by a simple, compact, right-facing arrow device, 

around which the conjoined line of the lettering sweeps in the curve of a letter D.  In 

this way the letter D is strongly suggested to the eye.  The arrow device, though small 

in relation to the mark as a whole, nevertheless makes a reasonable contribution to 

the mark’s distinctive character.  It is the letters FWD, however, which have greater 

relative weight.   

 

25)  Mr Heath’s marks are of a more complex design.  Approximately the lower third 

of Mr Heath’s marks consists of the word “view” printed in angular, stylised but very 

clear lettering.  It is the upper component of the marks, however, which occupies 

approximately two thirds of their area and is visually their most striking element. 

Central to the upper component of Mr Heath’s marks is an arrangement of four right- 

angled triangles.  Beneath the two upper ones there is a space, below which two 

further triangles are represented as though mirrored from those above.  The overall 

visual impression of the triangles viewed together is of two right-facing arrows.  In both 

Mr Heath’s marks the top two triangles also contain a triangle motif.  The central device 

of the upper component is flanked on the left by a highly stylised F and on the right by 

a similarly highly stylised D.  The space between the upper and lower parts of the 

device is produced to bisect the flanking letters, forming an almost stencil-like line 

running through the whole of the upper part of the marks. Although the upper 

component has greater relative weight in the overall impression, the word VIEW still 

makes a reasonable contribution to the overall impression, not least because, as I will 

                                            
4 See Kitchen LJ at paragraph 5 in Specsavers International Healthcare Ltd & Ors v ASDA Stores Ltd 

& Anor [2014] EWCA Civ 1294.   
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come on to say, the whole mark, in context, will likely be perceived as the words 

FORWARD VIEW. 

 

26)  The earlier mark and the upper component of Mr Heath’s marks both begin with 

a letter F and end with a representation of the letter D.  Apart from the stylisation of 

the letter D, however, the lettering of the earlier mark is conventional.  The plainly 

legible letter W which occupies the centre of the earlier mark is completely missing 

from Mr Heath’s marks, in which the device described above occupies a central 

position.  Mr Heath contends that his marks contain “no arrows, only triangles which 

taken together represent ‘fast forward’ chevrons and an allusion to the letter ‘W’”.  I 

am puzzled by Mr Heath’s reference to “an allusion to the letter W”.  I struggle to see 

how even a consumer with a sophisticated graphic sense would see an allusion to the 

letter W in the device.  Although creating an overall impression of two right-facing 

arrows, the central device in Mr Heath’s mark is much more complex than the simple, 

less prominent arrow of the earlier mark.  The stencil-like motif is missing from the 

earlier mark, and so is the stylised word VIEW, which forms approximately the lower 

third of Mr Heath’s marks.  The figurative elements of Mr Heath’s marks, which are 

both skilful and memorable in design, play an important distinctive role in the overall 

impression of the opposed mark.  Overall, there is a low degree of visual similarity 

between the marks. 

 

27)  In his submissions Mr Heath states that he is a director of Fwd View Ltd, that the 

opposed mark is used for that business, and that his mark represents the company’s 

name, “which in speech is forward view”.  In other words, in his professional dealings 

Mr Heath refers to his marks orally as “forward view”, he had the mark designed with 

this usage in view, and expects his clients to adopt this pronunciation.  As a matter of 

fact, I think it likely that many consumers, encountering Mr Heath’s marks visually, 

would assume that the device (which they would not, in my view, see as the letter W) 

is not meant to be pronounced, and would read the mark orally as FD VIEW.  I accept, 

however, that the device in Mr Heath’s marks, flanked by F and W, may be interpreted 

by a significant proportion of the relevant public as intended to indicate the word 

“forward”, something which would be reinforced by the other part of the mark, VIEW.  

In this case, the marks will be pronounced (in accordance with Mr Heath’s intention) 

as FORWARD VIEW.  I consider that the simple arrow of the Opponent’s mark is a 
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less strong aural cue, and that some consumers may pronounce the Opponent’s mark 

simply as the letters FWD.  I accept, though, that a significant proportion of the relevant 

public will interpret the combination of the forward-pointing arrow and the letters FWD 

as intended to represent the word “forward”, and will pronounce the mark accordingly.   

I therefore consider that there would be a medium degree of aural similarity with Mr 

Heath’s marks, from the perspective of consumers who would pronounce the 

respective marks as FORWARD and FORWARD VIEW. There would be less aural 

similarity from the other perspectives I have mentioned. 

 

28)  Although I accept that the letters FWD and forward-facing arrow in the Opponent’s 

mark may evoke the general concept “forward” for at least a significant proportion of 

the relevant public, the introduction of the word VIEW in the phrase FORWARD VIEW 

introduces in Mr Heath’s mark the fresh concept of looking forward.  I consider that 

there would be a low degree of conceptual similarity from the perspective of those who 

see the marks as FORWARD and FORWARD VIEW. 

           

The distinctiveness of the earlier mark 

 

29)  The degree of distinctiveness of the earlier mark must be assessed. This is 

because the more distinctive the earlier mark, either on the basis of inherent qualities 

or because of use made, the greater the likelihood of confusion (see Sabel BV v. Puma 

AG, paragraph 24).  In Lloyd Schuhfabrik Meyer & Co.  GmbH v Klijsen Handel BV, 

Case C-342/97, the CJEU stated that: 

 

“22. In determining the distinctive character of a mark and, accordingly, in 

assessing whether it is highly distinctive, the national court must make an 

overall assessment of the greater or lesser capacity of the mark to identify the 

goods or services for which it has been registered as coming from a particular 

undertaking, and thus to distinguish those goods or services from those of other 

undertakings (see, to that effect, judgment of 4 May 1999 in Joined Cases C-

108/97 and C-109/97 WindsurfingChiemsee v Huber and Attenberger [1999] 

ECR I-0000, paragraph 49).  
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23. In making that assessment, account should be taken, in particular, of the 

inherent characteristics of the mark, including the fact that it does or does not 

contain an element descriptive of the goods or services for which it has been 

registered; the market share held by the mark; how intensive, geographically 

widespread and long-standing use of the mark has been; the amount invested 

by the undertaking in promoting the mark; the proportion of the relevant section 

of the public which, because of the mark, identifies the goods or services as 

originating from a particular undertaking; and statements from chambers of 

commerce and industry or other trade and professional associations (see 

Windsurfing Chiemsee, paragraph 51).” 

 

30)  There is no evidence of enhanced distinctiveness to be considered.  This leaves 

the question of inherent distinctive character.  The earlier mark is neither descriptive 

nor allusive of any of the relevant goods or services.  I consider that it has a normal 

degree of inherent distinctive character. 

 

Likelihood of Confusion 

 

31)  The factors assessed so far have a degree of interdependency (Canon Kabushiki 

Kaisha v. Metro-Goldwyn-Mayer Inc, paragraph 17), a global assessment of them 

must be made when determining whether there exists a likelihood of confusion (Sabel 

BV v. Puma AG, paragraph 22). However, there is no scientific formula to apply.  It is 

a matter of considering the relevant factors from the viewpoint of the average 

consumer and determining whether they are likely to be confused.  

 

32)  I have found the goods and services of the competing marks to be identical, that 

they include a wide range of goods and services for which the average consumer may 

be a member of the public or a business or professional user, that at least a medium 

level of attention will be paid during the selection and purchasing process, and that the 

selection process is likely to be primarily visual (though I do not overlook an aural 

element).  I have found a low degree of visual and conceptual similarity between the 

marks, but that, for a significant proportion of the relevant public, there may be a 

medium degree of aural similarity.  I have found that the earlier mark has a normal 

degree of distinctive character. 
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33)  I have found that the figurative elements of Mr Heath’s marks, which are both 

skilful and memorable in design, play an important distinctive role in the overall 

impression of the opposed mark.  I consider that, despite the similarities with the 

Opponent’s mark which I have noted, even taking into account imperfect recollection 

these striking figurative elements of the opposed mark, together with the omission of 

the letter W and addition of the word VIEW in Mr Heath’s marks, suffice to ensure that 

the marks will not be mistaken for one another, i.e. there will be no direct confusion. 

 

34)  This leaves the question of indirect confusion to be considered.  In this connection 

it is helpful to bear in mind the observations of Mr Iain Purvis QC, sitting as the 

Appointed Person, in L.A. Sugar Limited v By Back Beat Inc, Case BL O/375/10, where 

he noted that: 

 

“Although direct confusion and indirect confusion both involve mistakes on the 

part of the consumer, it is important to remember that these mistakes are very 

different in nature. Direct confusion involves no process of reasoning – it is a 

simple matter of mistaking one mark for another. Indirect confusion, on the 

other hand, only arises where the consumer has actually recognized that the 

later mark is different from the earlier mark. It therefore requires a mental 

process of some kind on the part of the consumer when he or she sees the later 

mark, which may be conscious or subconscious but, analysed in formal terms, 

is something along the following lines: “The later mark is different from the 

earlier mark, but also has something in common with it. Taking account of the 

common element in the context of the later mark as a whole, I conclude that it 

is another brand of the owner of the earlier mark”. 

 

17. Instances where one may expect the average consumer to reach such a 

conclusion tend to fall into one or more of three categories:  

 

(a) where the common element is so strikingly distinctive (either inherently or 

through use) that the average consumer would assume that no-one else but 

the brand owner would be using it in a trade mark at all. This may apply even 

where the other elements of the later mark are quite distinctive in their own 
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right (“26 RED TESCO” would no doubt be such a case).  

   

(b) where the later mark simply adds a non-distinctive element to the earlier 

mark, of the kind which one would expect to find in a sub-brand or brand 

extension (terms such as “LITE”, “EXPRESS”, “WORLDWIDE”, “MINI” etc.).   

  

(c) where the earlier mark comprises a number of elements, and a change of  

one element appears entirely logical and consistent with a brand extension 

(“FAT FACE” to “BRAT FACE” for example).”   

 

35)  It is important to appreciate that the examples given by Mr Purvis were intended 

to be illustrative in the context of that case, and not to impose rigid rules.  The 

categories of case where indirect confusion may be found are not closed.  Each case 

must be assessed on its own facts, and my assessment must take account of the 

overall impression created by the marks.  I must try to envisage the instinctive reaction 

in the mind of the average consumer when encountering the later mark with an 

imperfect recollection of the earlier5.  I bear in mind, for example, that consumers have 

become accustomed to seeing a simple right-facing arrow like that of the Opponent 

used on domestic audio-visual equipment to indicate “play”, and double right-facing 

arrows, such as that evoked by Mr Heath’s device, to indicate “fast forward”, and that 

they will also probably have encountered FWD as an abbreviation for “forward”.  I have 

found that, for at least a significant proportion of the relevant public, the FWD plus the 

simple arrow of the Opponent’s mark may evoke the general concept “forward”, 

whereas Mr Heath’s FORWARD VIEW marks introduce the fresh concept of looking 

forward.     

 

36)  Even if the elements common to the marks may bring the earlier mark to mind 

when the consumer encounters the later mark, mere association of this kind is not 

sufficient to support a finding of confusion6.  I must assess whether these elements 

will lead the average consumer to believe that the respective services are provided by 

the same or economically linked undertakings.  Bearing in mind my findings on the 

                                            
5 See on this point the observations of Mr James Mellor, QC, sitting as the Appointed Person in 
Duebros Limited v Heirler Cenovis GmbH, BL O/547/17 at paragraph 81. 
6 See Duebros Limited v Heirler Cenovis GmbH, BL O/547/17 at paragraph 81. 
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average consumer and the purchasing process, even taking into account imperfect 

recollection, I do not consider that they will.  The striking figurative elements of Mr 

Heath’s marks play an important distinctive role in the overall impression of the 

opposed marks, quite different from that of the much simpler earlier mark.  This strong 

contrast in graphic treatment, considered together with the omission of the letter W 

and the addition of the word VIEW (and the concept this introduces as a whole) in Mr 

Heath’s mark, amount to differences which, in the context of the marks as a whole, will 

preclude an instinctive impression by the consumer that the respective marks are 

variants or sub-brands.  Accordingly, there will be no indirect confusion. 

 

Outcome 

 

37)  The opposition fails in its entirety. 

 

Costs 

 

38)  Mr Heath has been successful and is entitled to an award of costs in his favour.  

He represented himself and completed the Registry’s Cost Pro Forma accordingly.  He 

gives figures of 3.5 hours spent considering forms filed by the other party, 5 hours for 

“considering opposition’s letters and evidence”, 3.5 hours for “researching opponent 

and its business, TM’s, etc.”, 4 hours for “legal and technical preparation”, and 9.5 

hours for “drafting and reviewing letters”.  This amounts to a total of 25.5 hours.   

 

39)  Mr Heath’s wording is not very clear, and I believe that his references to 

correspondence may refer at least in part to certain exhibits which he filed with the 

Form TM8, which were returned to him by the Registry, and which he was advised 

would not form part of these proceedings.  On the other hand, for example, he gives 

no figure specifically for time spent on preparing the Notice of Defence.  Moreover, 

although the Opponent had been warned that its pleading required particularisation, 

the amended TM8 filed and served on Mr Heath still pleaded several pages of goods 

and services in relation to many of which it was unclear where any similarity lay.  It is 

clear from Mr Heath’s submissions that he was embarrassed by the lack of focus in 

the Opponent’s pleadings and submissions on comparison of the goods. 
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40)  Taking an overall view, therefore, in the light of the pleadings and submissions 

filed by Mr Heath I consider that the total of 25.5 hours claimed is probably a 

reasonable reflection of the recoverable time he spent on defending his application.   

Under the Civil Procedure Rules the amount which may be allowed to a self-

represented litigant is set at the rate of £19 per hour.  This produces a total recoverable 

sum of £484.50. 

 

41)  Under “other expenses” Mr Heath gives a figure of £1,200 for “lawyers fees, etc.”.  

Mr Heath has completed the pro forma claim form as a self-represented litigant, and I 

can find no indication in the case file that he has been professionally represented at 

any stage in these proceedings.  I am therefore unable to make an award for 

unspecified professional legal services. 

 

42)  Accordingly, I hereby order Valdimir Pte Ltd. to pay Mr John Nicholas Heath the 

sum of £484.50.  This sum should be paid within fourteen days of the expiry of the 

appeal period or within fourteen days of the final determination of this case if any 

appeal against this decision is unsuccessful. 

 
 
Dated this 14th day of September 2018 
 
 
Martin Boyle 
For the Registrar,  
The Comptroller-General 
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