
O-391-16 

1 
 

TRADE MARKS ACT 1994 
IN THE MATTER OF APPLICATION NUMBER 3143727 
BY AVERROES GROUP 
TO REGISTER THE FOLLOWING TRADE MARK IN CLASSES 05, 09, 10, 16, 41, 42 & 
44: 
 

e-mar 
  



2 
 

TRADE MARKS ACT 1994 
IN THE MATTER OF APPLICATION NUMBER 3143727 
BY AVERROES GROUP 
TO REGISTER THE FOLLOWING TRADE MARK IN CLASSES 5, 9, 10, 16, 41, 42 & 44: 
 

e-mar 
 
Background 
  
1. On 10 January 2016, Averroes Group (‘the applicant’) applied to register trade 
 mark application number 3143727 consisting of the expression ‘e-mar’ for the following 
 goods and services: 
  
 Class 5:  Medicine cases, portable, filled. 
  
 Class 9:  Software drivers; software for processing images, graphics and text;  
    software for the operational management of portable magnetic and  
    electronic cards; software for tablet computers; software development kit 
    [SDK]; software and applications for mobile devices; software (Computer-
    ), recorded; pharmacy related software for care homes; software used to 
    help compliance and administration for patients in care, hospital,  
    specialised centres or self-dependent; software designed to accurately  
    record medication administration. 
  
 Class 10: Medicine administering spoons. 
  
 Class 16: Software programmes and data processing programmes in printed form; 
    software programmes in printed form, 
  
 Class 41: Medical education services. 
  
 Class 42: Software (updating of computer-); software design (computer-); software 
    (rental of computer-); software (rental of computer-); software (updating 
    of computer-); software creation; software design (computer-); software 
    design and development; software authoring; software consultancy  
    services; software consulting services; software customisation services; 
    software design; software design for others; software development;  
    software development services; software engineering; software installation; 
    software maintenance services; software research; software as a service; 
    software as a service [SaaS]. 
  
 Class 44: Pharmacy advisory services; pharmacy advice; healthcare services;  
    healthcare; pharmacy advisory services; pharmacy advice; medical advice 
    for individuals with disabilities; medical assistance services; medical  
    assistance; medical information (provision of-); medical care; medical  
    services; medical care services; medical advisory services; medical  
    information services. 
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2. The examination report issued on 21 January 2016 indicated that there were a number 
 of classification issues which would need to be addressed before the mark could be 
 accepted for publication. The report did not present any absolute grounds objections 
 under section 3(1) of the UK Trade Marks Act 1994 (‘the Act’). 
 
3.  The aforementioned classification issues were subsequently resolved following receipt 
 of proposals presented in the applicant’s letter of 21 January 2016. The application was 
 then accepted, and published  for opposition purposes on 29 January 2016. 
  
4. On 8 March 2016, and after the mark had been published, third party observations under 

section 38(3) of the Act were received from Mr Chris Gledhill of Graphix Asset Ltd. In his 
observations, Mr Gledhill alleged that the expressions ‘e-mar’ and ‘emar’ are both 
descriptive and in common usage by third parties. More specifically, he alleged that the 
three-letter sequence ‘MAR’ is recognised as being an abbreviation for ‘Medical 
Administration Record sheet’, and that around 300,000 paper ‘MAR’ sheets are processed 
by care homes in the UK each month. He added that, much the same as the single letter 
‘e’ can be added to the word ‘learning’ to create the widely understood expression ‘e-
learning’ (meaning ‘learning provided via electronic means’), adding the single letter ‘e’ to 
the abbreviation ‘MAR’ resulted in a sign that is obvious, descriptive, and in common use. 
Attached to his letter were a selection of other third parties’ use of the term ‘e-mar’. These 
examples, along with Mr Gledhill’s own letter of observation are reproduced at Annex A.  

 
5.    As can be seen from Annex A the examples of use sent in by the observer comprise the 

partial results of a GOOGLE search on the word ‘e-mar’, along with more focussed hits, 
taken from various individual websites, including www.electronicmar.co.uk  , which is 
understood to be the website of the third party observer. There was no reason to suggest 
that the GOOGLE search and the individual hits were not taken contemporaneously by 
the observer. The GOOGLE search results include potentially relevant hits at:  

 
       www.hcsinc.net/products/hcs-emar.html, described as, “Using HCS eMAR, clinicians 

can document medication administrations, vital signs, and other observations.  Alerts 
are displayed immediately if clinical actions……..” 

 
       www.caremeds.co.uk/emar-for-carehomes.html described as, “Are you considering 

an electronic MARs solution for your home? Electronic Medication Management, 
EMM, Electronic MAR Charts, eMAR whatever you want to …….” 

 
       www.icarehealth.co.uk/blog/tag/emar/ described as, “iCareHealth have been 

shortlisted for our Electronic Management Solution (eMAR), and how it is used to 
capture information and manage workflows…..” 

 
       www.fdbhealth.com/solutions/emar/ described as, “FDB creates information flow 

from the prescriber to the pharmacist to the nurse, promoting accurate electronic 
medication administration records (EMAR)….. 

 
       https://www.technopedia.com/.../electronic-medication-administration-rec... 

described as, “Electronic medication administration records (eMar) enlist bar coding 

http://www.electronicmar.co.uk/
http://www.hcsinc.net/products/hcs-emar.html
http://www.caremeds.co.uk/emar-for-carehomes.html
http://www.icarehealth.co.uk/blog/tag/emar/
http://www.fdbhealth.com/solutions/emar/
https://www.technopedia.com/.../electronic-medication-administration-rec
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technology to submit and fill prescriptions with hand-held scanners that read bar 
codes…” 

    
6.    As far as the individual website hits are concerned, these show prima facie evidence that 

e-MAR (including variants) is, indeed, an acronym for ‘electronic medication 
administration record’.  One of the examples of individual website usage, provided with 
the observations is shown below: 

 

 
 
 
 
    
7. On the face of it, the above uses of ‘e-mar’, along with minor variants such as ‘eMAR’ or 

‘EMAR’, by apparently different undertakings, and such uses being in a descriptive 
manner, required at the very least, an explanation from the applicant.  Thus, on 14 March 
2016, and in accordance with section 40 of the Act, the Registrar raised a late objection 
under sections 3(1)(b) and (c) in respect of classes 9, 16, 41, 42 and 44 only. In raising 
the objection, the Registrar provided the applicant with a copy of the observer’s letter and 
examples of third party use as at Annex A and referred to above. A period up to 29 March 
2016 was provided in which the applicant could respond.  

  
8. Although late objections were raised against classes 9, 16, 41, 42 and 44, the 

 application was deemed to be acceptable in classes 5 and 10. I will deal more fully with 
the scope of the objection below in the main body of my statement of grounds. 
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9. The applicant did not respond to the late objection, and so on 12 April 2016, following 
 expiry of the opposition period, the application was formally refused. In accordance with  
 standard practice, the applicant was provided with a period of one month in which to 
 request a full written statement of grounds via submission of a form TM5. 
 
10. On 10 May 2016 a form TM5 was received from Mr Tariq Umer on behalf of the 
 applicant. 
  
11. Under section 76 and rule 69 of the Act and rules respectively, I am now asked to 
 state in writing the grounds of my decision and the materials used in arriving at it. No 
 formal evidence of use has been put before me for the purposes of demonstrating 
 acquired distinctiveness. Therefore, in respect of the services listed at paragraph 1 
 above, I have only the prima facie case to consider. 
  
The prima facie case for objection  
  
12. Section 3(1) of the Act reads as follows: 
  
  “3.-(1) The following shall not be registered - 
  
  (a) ... 
  
  (b) trade marks which are devoid of any distinctive character, 
  
  (c) trade marks which consist exclusively of signs or indications which may serve, in 
  trade, to designate the kind, quality, quantity, intended purpose, value, geographical 
  origin, the time of production of goods or of rendering of services, or other  
  characteristics of goods or services, 
  
  (d) ... 
  
  Provided that, a trade mark shall not be refused registration by virtue of paragraph 
  (b), (c) or (d) above if, before the date of application for registration, it has in fact 
  acquired a distinctive character as a result of the use made of it.” 
   
 The above provisions mirror Articles 3(1)(b) and (c) of First Council Directive 89/104 of 
 21 December 1988. The proviso to Section 3 is based on the equivalent provision of 
 Article 3(3). 
  
Relevant authorities - general considerations  
  
13.  The Court of Justice of the European Union ('CJEU') has repeatedly emphasised the 
 need to interpret the grounds for refusal of registration listed in Article 3(1) and Article 
 7(1), the equivalent provision in Council Regulation 40/94 of 20 December 1993 
 (subsequently codified as Council Regulation (EC) No 207/2009 of 26 February 2009) 
 on the Community Trade Mark (the Regulation), in the light of the general interest 
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 underlying each of them (Bio ID v OHIM, C-37/03P, paragraph 59 and the case law 
 cited there and, more recently, Celltech R&D Ltd v OHIM, C-273/05P). 
  
14. The general interest to be taken into account in each case must reflect different 
 considerations according to the ground for refusal in question. For example, in the case 
 of the registration of colours per se not spatially delimited, the Court has ruled that the 
 public interest is aimed at the need not to restrict unduly the availability of colours for 
 other traders in goods or services of the same type. Also, in relation to section 3(1)(b) 
 (and the equivalent provisions referred to above) the Court has held that “...the public 
 interest... is, manifestly, indissociable from the essential function of a trade mark” 
 (Satelliten Fernsehen GmbH v OHIM C329/02 (SAT.1)). The essential function thus 
 referred to is that of guaranteeing the identity of the origin of the goods or services 
 offered under the mark to the consumer or end-user by enabling him, without any 
 possibility of confusion, to distinguish the product or service from others which have 
 another origin (see paragraph 23 of the above mentioned judgment). 
  
Section 3(1)(c)  
  
15.  There are a number of CJEU judgments which deal with the scope of Article 3(1)(c) of 
 the Directive and Article 7(1)(c) of the Regulation, whose provisions correspond to 
 section 3(1)(c) of the UK Act. I derive the following main guiding principles from the 
 cases noted below: 
  
 • Subject to any claim in relation to acquired distinctive character, signs and  
  indications which may serve in trade to designate the characteristics of goods or 
  services are deemed incapable of fulfilling the indication of origin function of a trade 
  mark (Wm Wrigley Jr & Company v OHIM, C-191/01P (Doublemint), paragraph 30); 
  
 • Article 7(1)(c) (section 3(1)(c)) pursues an aim which is in the public interest that 
  descriptive signs or indications may be freely used by all (Doublemint, paragraph 
  31); 
  
 • It is not necessary that such a sign be in use at the time of application in a way that 
  is descriptive of the goods or services in question. It is sufficient that it could be  
  used for such purposes (Doublemint, paragraph 32); 
  
 • It is irrelevant whether there are other, more usual signs or indications designating 
  the same characteristics of the goods or services. The word ‘exclusively’ in  
  paragraph (c) is not to be interpreted as meaning that the sign or indication should 
  be the only way of designating the characteristic(s) in question (Koninklijke KPN 
  Nederland NV v Benelux Merkenbureau, C-363/99 (Postkantoor, paragraph 57); 
  
 • An otherwise descriptive combination may not be descriptive within the meaning of 
  Article 3(1)(c) of the Directive provided that it creates an impression which is  
  sufficiently far removed from that produced by the simple combination of those  
  elements. In the case of a word trade mark, which is intended to be heard as much 
  as to be read, that condition must be satisfied as regards both the aural and the 
  visual impression produced by the mark (Postkantoor, paragraph 99). 
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16. In Matratzen Concord AG v Hukla Germany SA, C-421/04, the CJEU further stated that: 
  
  "...to assess whether a national trade mark is devoid of distinctive character or is 
  descriptive of the goods or services in respect of which its registration is sought, it is 
  necessary to take into account the perception of the relevant parties, that is to say 
  in trade and or amongst average consumers of the said goods or services, who are 
  reasonably well informed and reasonably observant and circumspect, in the territory 
  in respect of which registration is applied...”.  
  
 I am also mindful of the decision of the General Court (formerly the Court of First 
 Instance) in Ford Motor Co v OHIM, T-67/07 where it was stated that: 
  
  “...there must be a sufficiently direct and specific relationship between the sign and 
  the goods and services in question to enable the public concerned immediately to 
  perceive, without further thought, a description of the category of goods and  
  services in question or one of their characteristics”.  
  
17. It is clear from the aforementioned case law that I must determine whether or not the mark 

applied for will be perceived by the relevant consumer as a means of directly designating 
characteristics of the goods and services being provided. I must therefore assess who I 
consider the relevant consumer to be. In view of the range of goods/services covered by 
the application, which include obviously medical goods/services for use by, presumably, 
a medical or healthcare professional (including e.g.  a care home provider or professional 
involved in such care), and various general software goods/services, the relevant 
consumer will differ.  

 
18. The services of classes 41 and 44 are plainly all medical in nature, along with certain 

software of class 9, whereas other software in class 9, the software in class 16 and the 
services of class 42 are not specific to medical application. For the goods/services that 
are clearly aimed at the medical sector the level of attention paid by the consumer in 
purchasing is likely to be higher than that given by the general public. However, for the 
non-medical goods or services the level of attention may be lower (as these are sold to 
the general public), but this is not to suggest that such a consumer would be anything less 
than reasonably circumspect in their purchases. In any event, I would not say the 
identification of different types of consumer, or differing levels of attention, has any impact 
upon my overall finding in this case – see e.g. CJEU Case C-311/11P Smart Technologies 
ULC v. OHIM (ECLI:EU:C:2012:460), at paragraph 48, as follows: 

 
      ‘the fact that the relevant public is a specialist one cannot have a decisive influence 

on the legal criteria used to assess the distinctive character of a sign. Although it is 
true that the degree of attention of the relevant specialist public is, by definition, higher 
than that of the average consumer, it does not necessarily follow that a weaker 
distinctive character of a sign is sufficient where the relevant public is specialist.’ 

 
19. The next part of my analysis takes in the nature of the goods and services. Refusal is only 

justified in relation to those goods or services in respect of which a characteristic would 
be designated. I am not required to justify refusal in relation to each and every item of 
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goods or services specified, and instead I can give general reasoning but only up to the 
point that goods or services can be said to be ‘homogeneous’. In Case C-239/05, BVBA 
[2007] E.C.R. I-1455; [2007] E.T.M.R. 35, the CJEU said: 

 
“34 … an examination of the grounds for refusal listed in Art.3 of the Directive must be 

carried out in relation to each of the goods and services for which trade mark 
registration is sought and, secondly, that the decision of the competent authority 
refusing registration of a trade mark must, in principle, state reasons in respect of 
each of those goods or services. 

 
35 That conclusion cannot be any different where an application to the competent 

authority for a range of goods or services does not contain a subsidiary application 
for registration of the mark concerned for specific classes of goods or services or for 
goods and services considered separately. 

 
36 The duty upon the competent authority to state reasons for refusing to register a trade 

mark in relation to each of the goods or services for which such registration is sought 
also arises from the essential requirement for any decision of a national authority 
refusing the benefit of a right conferred by Community law to be subject to judicial 
review which is designed to secure effective protection for that right and which, 
accordingly, must cover the legality of the reasons for the decision … 

 
37 However, where the same ground of refusal is given for a category or group of goods 

or services, the competent authority may use only general reasoning for all of the 
goods and services concerned.” 

 
 

20.  Based on the above, I think the goods of classes 9 and 16 can be treated 
homogeneously, in the sense that they are software itself, including drivers and kits.  As 
such, and based on the internet hits provided by the observer, the mark would, in the prima 
facie, describe a ‘type’ or ‘kind’ of software, i.e. for use in relation to medical administration 
records that are provided electronically, or in relation to goods likely to be used in 
conjunction with such software.  

 
21.  The services listed in classes 41 and 44, specifically, relate to the medical/healthcare 
field and as such the mark could describe a feature of those services or how they might be 
performed, i.e. services that utilise electronic medical administration records or that, in the 
case of class 41, training or education in the use of electronic medical administration 
records.  
 
22.  The services claimed in class 42 have not been limited to the medical field and include 
software services at large.  That said, it is clear that such services would include within their 
scope the development of electronic medical administration records.  As such, it seems to 
me that it is legitimate to treat such services in a homogeneous manner and that the mark 
would be meaningful (albeit in a niche way) in relation to those, broadly claimed, services.  

 
   23.  The above is, of course, predicated on fact that the evidence provided by the observer 

represented prima facie proof, at least, that ‘e-MAR’ is meaningful in the field, so to speak.  
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Naturally, I have carefully reviewed the observer’s material and I think it is a reasonable 
prima facie conclusion at which to arrive.  The material shows, firstly, ‘e-MAR’, plus minor 
variants, as operating as an acronym for the elongated, ‘electronic medication (or medical) 
administration record’.  Secondly, it shows that a number of apparently different 
undertakings use the term and that they are not obviously economically linked, or that the 
term is obviously controlled in some proprietorial manner by any one of those undertakings 
or someone else. Thirdly, it shows that the term is being used in a descriptive, rather than 
trade mark, manner by those undertakings, and to describe a type or kind of software. 
Fourthly, at least some of the undertakings are based in the UK. Fifthly, the hits give some 
idea about the nature of the product and its potential applications, that is to say, the 
software is used in the management of medicines and has certain claimed advantages 
(including time saving and safety) over traditional paper based records.   

 
       24.  With all the above in mind, it was for the applicant to engage with the objections raised, 

by dispelling doubt and offering an explanation for, or contesting in some way the 
observer’s material.  This did not happen and I must draw my own conclusions and 
inferences from that.  In the circumstances, I believe a prima facie case for refusal has 
been out that the public interest is served by refusal of this application in relation to the 
classes objected to following the observer’s material.   

 
Conclusion 
 

25.  Taking into account guidance set out in relevant case law and the documents and 
material filed, I consider that the average consumer of the relevant goods and services will 
not perceive the sign as indicating the trade origin of the goods and services. The mark is 
therefore excluded from acceptance because it fails to qualify under sections 3(1)(b) and 
(c) of the Act.  
 

       26.  I should at this point say that since an objection has been made under section 3(1)(c), 
this automatically engages section 3(1)(b). Having found that to be the case, it effectively 
ends the matter. I would just add that the objection under section 3(1)(b) is taken solely on 
the basis that the mark ‘designates a characteristic’ of the goods or services and for no 
other reason. Therefore I do not need to undertake any separate consideration of section 
3(1)(b); the two sections of the Act are, in effect, co-extensive in this case. 
 
27.  The application is refused under section 40(1) in relation to classes: 9, 16, 41, 42 and 
44.  The application is accepted in relation to classes 5 and 10 as the goods of these 
classes are not obviously related to software of the type or kind spoken of in my statement 
of grounds.     
 

Dated this 12th day of August 2016 
 
 
 
 
Edward Smith 
For the Registrar 
The Comptroller-General 
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Annex A 
 
Observations received from Chris Gledhill on 8th March 2016 
 
Third Party Use 
Pages 13-15 “I care health.co.uk”  
Pages 16-17 “CareMeds” 
Pages 18-22”Health care systems”  
 
 
 
From:         Chris Gledhill [chris@graphixasset.com] 
Sent:          08 March 2016 16:48 
To:               Trademark. Examination 
Subject:   3rd party observation ref UK00003143727 e-mar FAO Mark Studley 
 
Importance:                        High 
 
 
FAO Mark Studley 
 
Dear Mark, 
 
Thank you for your time on the phone this afternoon. Further to our conversation please 
find below our 3rd party observation (and belief it should not be granted by the IPO) to the 
trade mark publication 'e-mar' reference: UK00003143727 on the grounds that e-mar I emar 
is already in common use, and is descriptive. 
 
Background: MAR is short for Medical Administration Record sheet, about 300,000 paper 
MAR sheets are processed by care homes in the UK each month, I would suggest (as above) 
that adding 'e' to the commonly used acronym MAR is therefore descriptive, obvious, and 
already in common use.  (In the same way that adding 'e' to 'learning' to make 'e-learning' is 
widely accepted as a generic term.) 
 
Please confirm receipt of this email by return, and let me know how best to monitor the 
progress of this observation. 
 
Please find the below a selection of prior uses of the 

objected term 'e-mar'. Best regards, Chris Gledhill 

 

  

mailto:chris@graphixasset.com
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