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Internationa patent application number PCT/US/02/01672 entitled “Methods for Automated
Essay Andlysis’ wasfiled in America on the 23 January 2002 under the name of

Educationa Testing Service. The application claimed priority from US 60/263.223, filed 23
January 2001, and was published by WIPO as WO 02/059857 A1 on the 1% August 2002.

The application was searched in the USA asthe International Search Authority and entered
the national phase and was re-published as GB 2388699 on the 19" November 2003.

The UK examiner issued afirst examination report under Section 18(3) on the 16™ February
2004 gating that the application was prohibited from being patented by virtue of Section
1(2)(c) as amounting to no more than amethod of performing a menta act and also clamed
acomputer program per se.

The applicant through their agent responded with arguments as to why they viewed the
application as containing technical subject matter in aletter dated 13" August 2004.

In asecond examination report dated 23 August 2004, the examiner maintained his lack of
patentability argument and, seeing no prospect of the gpplication containing patentable
subject matter, offered a hearing on the application.

This offer was accepted and a hearing was held on the 15™ February 2005 at which the
applicants were represented by Mr G Pritchard of Counsdl ingtructed by the applicant’s
agents Mess's Murgitroyd & Company.

The Application

Briefly, the gpplication relates to a computerized method of analyzing an essay and providing
eg a discourse theme for the essay based on analyzing whether or not each sentence contains
one or more relevant predefined features. The sentence which contains most of or the
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features/feature is then, based on various predefined probabilities, picked out eg as the theme
or “thesis satement” of the essay.

The predefined “features’ areitems previoudy identified as being representative of the
required “theme’ by experts manudly marking essays. For example, it isnoted that “thesis
statements’ often appear near the beginning of the essay, are associated with “belief” words
and often have various phrases associated with them. A computer program has been
developed using an dgorithm which associated various probabilities to each of these features
and towhich alist of predefined (eg “belief”) words can be inputted for use in finding the
theme (eg thesi's Satement) of an essay.

There are two independent claims, the first (clam 1) being the method of essay andysis usng
predetermined features and probabilities and the second (clam 20) reating to training the
program using previoudy manualy marked essays. These independent clams read asfollows:

1. A method for automated andyss of an essay, the method comprising: accepting
an essay, determining whether each of a predetermined set of featuresis present or
absent in each sentence of the essay; for each sentence in the essay, cdculating a
probability that the sentence is amember of a certain discourse eement category,
wherein the probability is based on the determinations of whether each feature in the
st of featuresis present or absent; and choosing a sentence as the choice for the
discourse element category, based on the caculated probabilities.

20. A process of training an automated essay andysis method, the process
comprising: accepting aplurdity of essays, accepting manuad annotations demarking
discourse dements in each of the plurdity of essays, accepting a set of features that
purportedly correlate with whether a sentence in an essay isaparticular type of
discourse dement; caculating empirica probabilities relating to the frequency of the
features, and caculating empirica probabilities relating features in the set of features
to the discourse elements.

Also referred to at the hearing as clams the gpplicant would rely on if the above damswere
found againgt were clams 18, 19 & 21 reading as follows:

18. The method of claim 1 further comprising outputting the choice.
19. The method of claim 1 further comprising outputting arevision check lig.

21. The process of clam 20 further comprising performing the method of clam 1 on
each of the plurdity of essays and judging the performance of the method of dlaim 1
compared to the manua annotations and if the performance of the method of clam 1is
inadequate, modifying the set of features and repeating the method of claim 1.

The relevant parts of the Patents Act, 1977, read:

“1(2) It ishereby declared that the following (among other things) are not inventions for the



purposes of this Act, that isto say, anything which congsts of —

(c) ascheme, rule or method for performing a mental act, playing agame or doing
business, or a program for a computer

but the foregoing provison shdl prevent anything from being treated as an invention for the
purposes of this Act only to the extent that a patent or application for a patent relates to that
thing as such.”

Inter pretation
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According to the principles laid down by the Courts when consdering categories excluded
by s.1(2), the question of whether an invention is excluded should be gpproached by
construing the claimed invention as awhole, without regard for its congtituent feetures or
integers, and determining whether the whole invention solves atechnica problem, or makesa
contribution to the art in a non-excluded field, or whether the invention is, in substance, no
more than an excluded item or is merely an excluded item in disguise. Thus, to andyze an
invention involving a mentd act method or a computer program it is necessary to decide
whether the invention does or does not involve atechnica contribution.

In matters of patentability, it has been established both in UK and EPO practice that an
invention which makes atechnica contribution will be held to be patentable notwithstanding
that it may fdl into one of the categoriesin Section 1(2) of the Act. This principle followsin
particular the decision of the Court of Apped in Fujitsu Limited's Application [1997] RPC
608 and the words of Aldous LJ a page 14, lines 40-46:

"However, it is and dways has been a principle of patent law that mere discoveries or
Ideas are not patentable, but those discoveries and ideas which have atechnical aspect
or make atechnica contribution are. Thus the concept that what is needed to make an
excluded thing patentable is a technica contribution is not surprisng. That was the
basisfor the decision of the Board in Vicom. It has been accepted by this Court and
the EPO and has been applied since 1987. It is a concept at the heart of patent law."

That this test should apply across dl the areas covered by Section 1(2) was made clear in the
Patent Office Practice Notice issued on 24 April 2002 entitled "Patents Act 1977:
interpreting section 1(2)".

Itisdso awel established principlein UK patent law that when assessing whether an
invention relates to excluded subject matter, it is the substance of the invention thet is
important, not its form. For example, in Fujitsu’'s Application [1997] RPC 608 Aldous LJ,
having quoted Fox LJfrom Merrill Lynch's Application [1989] RPC 561, says at page
614, lines 31-42:
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" .Fox LJwas making it clear that it was not sufficient to look at the words of the
claimed monaopoly. The decision as to what was patentable depended upon substance
not form....it is and dways has been a principle of patent law that mere discoveries or
ideas are not patentable, but those discoveries and ideas which have atechnical aspect
or make atechnica contribution are.”

Mr. Prichard strongly urged me to have regard to the decisions of the EPO and in particular
that of Hitachi (Auction method T 0258/03) in coming to a decision. EPO board of appedl
decisions are persuasive on us where they are not contrary to the Court decisions but UK
Court decisons are binding on us.

Indeed, a Patent Office Practice notice dated 24" November 2004 and headed “ Patent
gpplications relaing to methods of doing business’, inter dia, referred to this EPO decision
and stated that “Whilst the genera gpproach set out in Hitachi may seem somewhat different
from the generd gpproach lad down by previous UK court decisons, we are of the view that
the traditional UK gpproach and the Hitachi gpproach will amost aways come to the same
end result. Applicants should particularly note the conclusion in Hitachi that circumventing a
technica problem through modification of abusiness method (rather than solving it by
technical means) cannot contribute to the technica character of a computer-implemented
invention.”

Besdes this, the principles to be gpplied under UK law in deciding whether an invention
makes atechnical contribution have been rehearsed repegtedly in various decisions of the
Comptroller’s hearing officers in recent timesincluding many decisons consdering Hitachi.
These can dl be found on the Patent Office website at
http://Amww.patent.gov.uk/patent/legal/decis ons/index.htm .

Besides Hitachi, the following decisions were referred to in the hearing:

IBM/Text processing (T65/86); |BM/Document abstracting and receiving (T22/85);
Sohei/General Purpose Management System (T 769/92); Texas Instruments/Language
under standing System (T236/91); Fujitsu Limited’s Application [1997] RPC 608;
Vicom Systems Inc (T 208/84); Gales Application [1991] RPC 305; Kirin-Amgen Inc’s
Patent [2002] RPC 422; Wang Laboratories Inc’s Application [1991] RPC 463.

Argument

Mr. Pritchard addressed me at some length on these precedent cases. | think that the gist of
his argument can be summed up by quoting paragraph 4.5 of the Hitachi decison “Hence, in
the Board' s view, activities fdling within the notion of anon- invention ‘as such’ would
typicdly represent purely abstract concepts devoid of any technica implications’. Thus, Mr.
Pritchard argued and accepted that something purdly abstract such as a‘ machine that
caculated timestables or pi...isa purely abstract concept and therefore unpatentable’ .

Thus, there was common ground between us in accepting that something purely abstract was
not patentable, that atechnical contribution was what was needed to make something
otherwise faling foul of Section 1 (2) patentable, that the technica contribution could be
found in the hardware or software parts of the system and that the ‘hurdle of technica effect
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to be overcome’ does not have to be high.

| think | need to ded abit more with his submissons on Sohei where he quoted paragraph
3.7 wherethe Board said “....However, the implementation in the clamed system and by the
clamed method of the said ‘interface’ in the form of the said *transfer dip’ isnot merely an
act of programming but rather concerns a stage of activitiesinvolving technica condderations
to be carried out before programming can start”. In other words, this was viewed by Mr.
Pritchard as requiring technica input before the programming could start and this was what
he viewed the technica contribution effectively was both in Sohel and in the gpplication in
uit.

However, even setting out to provide a program to determine eg pi could involve technica
condderations as to how to go about it. And, if this argument were to be accepted, this could
mean that any computer program had, at some stage, technical consderations since, how to
go about programming it would requires some thought and analys's and hence woud not of
necessity be excluded from patentability. This clearly can not be, and has been held on a
number of occasions not to be, right.

Relevant to this argument is the comment of Aldous L Ja page 620 of Fujitsu where,
quoting from his earlier judgment in Wang, he said “ The method may well be different when a
computer is used, but to my mind it ill remains amethod for performing amenta act,
whether or not the computer program adopts steps that would not ordinarily be used by the
human mind.”. This| think ison al fours with this gpplication.

He then went on to compare Sohei with this gpplication which he viewed as a method of
dlowing amachine to perform something which was not previoudy capable of being
performed by a machine. And, as he later Sated, the gpplicant’ s solution provided an
“objective way” or means of analyzing an essay and this was the technica problem that was
solved. He viewed it as dlowing an analyssto take place automaticaly and “objectively” and
replacing a * subjective human means'.

Ingtructivein determining if thisis o, isdam 21, set out above, fromwhich it is dear that
the programming method used is amended until it provides aresult comparable with that of
manua marking and that it is the results from manud marking which are used to set up the
computer program used. The actua words or phrases used are input based on previous
manualy annotated essays and the probabilities are previoudy determined on the basis of the
same.

It isdso dear from the specification — see Tables 1, 2 & 4 - that the percentage agreement
between two experienced markersis of the order of 50-60 % and that thisis the order of
agreement reached comparing the computerized method with these experienced manua
markers. Indeed, the applicants conclusion is sated at the last 3 lineson page 18 “Results
from both experiments indicate that the dgorithm’s sdlection of thesd's satement agrees with a
human judge almost as often (my emphasis) as two human judges agree with each other.
And at lines 3-5 on page 19 is stated “... . thiswill increase human agreement....and the
religbility of the autométic thesis salection since the dassfiers are built using the manudly
annotated datal’.
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Further in this respect, it is pointed out that the program is developed on the basis of known
factsie that thes's Satements are often found at the beginning of essays, that they often
contain “belief” words and certain phrases and using an existing rhetorical structure parser.

In other words, the automatic method is following what is done manudly and the probabilities
used are adjusted until reasonable agreement is reached between manualy annotated essays
and machine andyzed essays. Thus, it is clear that what is being carried out here amounts to
no more than amethod of performing a menta act which is carried out on a generd purpose
computer using acomputer program. | cannot see atechnica contribution in the proposed
method. This gpplication seems to be no more than automating a process that has been done
previoudy using pen and paper. It is established UK law under Fujitsu that smply
automating a process that could be done manually —amental act — does not of itself
necessarily confer atechnica contribution.

Mr. Pritchard also referred me to Texas Instruments as quoted in paragraph 1.26.13 of the
Office Manud of Patent Practice in which gpplication a computer automatically produced a
list of suitable words or phrases to follow words or phrases aready entered by an operator.
This was seen as being technicd snce it was not seen as primarily concerned with linguistics
but rather ultimately operating the computer. However, Mr. Pritchard did not address my
attention to the beginning of this paragraph, in which it is stated that both the Office and the
EPO do not see goplications relating to the fidd of linguistics as being atechnica fidd. This
goplicaion isfirmly in the field of linguigics as Mr. Pritchard acknowledged.

| do not think | need to consider further his arguments with respect to the two IBM cases
which are essentidly as summarised in paragraph 20 above.

Mr. Pritchard also referred me to claims 18 & 19 set out above. Claim 18 merdly relates to
actudly displaying the chosen thesis gatement and it is clear from page 4 that the “revision
check lig” isastandard list of questions and not specific to a particular essay. Accordingly,
neither of these clams would seem to add anything patentable.

Conclusion

| have read the specification thoroughly and | have been unable to identify any subject matter
which might form the basi's of a patentable invention. The invention relates to a method for
performing amenta act and a computer program which, without making a technica
contribution, are excluded from patentability by virtue of section 1 (2) (c). | therefore refuse
the gpplication under section 18 (3).



Appeal

33 Under the Practice Direction to Part 52 of the Civil Procedure Rules, any apped must be
lodged within 28 days.

SE Chameas

Deputy Director acting for the Comptroller



