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The patent in suit, GB2236610, was filed on 29 September 1989 and granted to Trevor
Evan Parry (“the proprietor”) on 2 February 1994. The patent does not claim an earlier
priority date.

An application for revocation under section 72(1)(a) of the Patents Act 1977 (“the Act”)
was filed by Y eoman Group plc (“the applicants’) on 27 February 2000, on the grounds that
theinvention is not new as required by section 1(1)(a) of the Act, does not involve an
inventive step as required by section 1(1)(b) of the Act, conssts of aliterary and/or artistic
work excluded from patentability under section 1(2)(b) of the Act and consists of nothing
more than the presentation of information excluded under section 1(2)(d) of the Act. The
proprietor's counter-statement was filed on 20 December 2000.

The applicants filed an amended statement of case listing additiond prior art documents on
20 March 2001. The proprietor's amended counter-statement, filed on 30 May 2001,
included three sets of conditiona amendments to be consdered if, and only if, dam 1 inthe
form as granted is found to lack novelty and inventive step. The conditiona amendments



were advertised on 18 July 2001 and a supplementary statement, directed soldly at the
proposed amendments, was filed by the gpplicants on 23 July 2001.

During the norma evidence rounds, the applicants and proprietor entered into negotiations
concerning a potentid settlement of their disoute. Deadlines for filing evidence were extended
to accommodeate these negotiations, with the gpplicants evidence-in-chief being filed in two
parts on 23 July 2001 and 10 September 2001, and the proprietor's evidence being filed on
2 May 2002. The applicants did not file any evidence in reply.

With the apparent failure to agree mutudly acceptable terms for a settlement, both parties
agreed that | should decide the matter on the basis of the papers before me, without the need
for ahearing.

The Patent

The invention provides a sequence of mapsto different scaesto assst auser in navigating
from aremote |location to a particular destination. To avoid reference to severa maps, the
maps at the various scales are arranged in a series on the face of a single document and the
particular destination to be located is specificdly indicated on the largest scale map (see

fig.1).
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Conventiondly, asis stated in the patent, it would be necessary to rely either on detailed
verbd ingtructions or reference to a number of digointed mapsin order to plan arouteto an
intended degtination. Whilst smal scale road atlases having supplementary larger scale town
maps are known, the correspondence between the smaller and larger scde mapsis often
obscure and the sdlection, range and level of detail of the town maps frequently excludes the
chosen destination or does not alow precise identification of it.

The patent specification as granted contains 7 clams which reed:

"1. A portable device for enabling a pre-salected destination to be located, said device
comprising: acarier means, afirst, second, third and fourth maps on said carrier
means viewable from one sde of the carrier means, said maps being arranged on said
carrier means as a series, each map of which isto aprogressvely larger scae; the first
map having means thereon, in a subgtantidly centra location thereof, marking the area
represented by the second map; the second map having means thereon, in a
subsgtantialy centra location thereof, marking the area represented by the third map;
the third map having means thereon, in asubstantidly centra location thereof, marking
the area represented by the fourth map; and the fourth map having thereon means
other than the name of the detination for rendering the detination clearly identifiable
on the fourth map.

2. A device asclamed in clam 1, wherein the carrier means comprises a board of
plastics materidl.

3. A deviceasclamed in clam 1, wherein the carrier means comprises a board of
cdlulodc materid.

4. A device asclamed in any of the preceding clams, wherein the carrier meansis
hinged or folded about a centre line, with at least one of said maps disposed on afirgt
sde of the centre line and at least one of said maps disposed on a second side of the
centre line.

5. A device as clamed in clam 4, wherein the maps are disposed on an inwardly
facing surface of the foldable carrier.

6. A device as clamed in any preceding clam, wherein said marking means comprise
visblelines.

8[sc] A portable device, for enabling a pre-selected destination to be located,
subgtantialy as described herein with reference to the accompanying drawings.”
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Groundsfor revocation

Revocation is sought on the grounds that the patent lacks novety and inventive step and that
the invention conggts of nothing more than aliterary and/or artistic work or the presentation
of information. In particular:

a) Novelty

The gpplicants contend that the portable device specified in the clams was made avallabdle to
the public before the priority date of the patent in the following documents:

D1: Visud Atlas, George Philip & Son Ltd., 1971; page 3
D2 Caribbean Socid Studies Atlas;, George Philip & Son Ltd., 1986; page 2

D1 presents four maps set out in series on asingle page of an atlas, the mapsincreasing in
scae from 1:1,000,000 to 1:50,000 with the effect of illugtrating the nature of scale in maps.
The smdler scde map (1:1,000,000), postioned in the lower haf on the right hand side of
the page, has arectangle which represents the area of alarger scale map (1:500,000)
positioned immediatdy to itsleft. This 1:500,000 map aso has a rectangle which represents
the area of alarger scae map (1:250,000), the larger scae map being positioned in the top
right hand side of the page. The fourth map, positioned in the top Ieft hand Side of the page, is
alarger scale map (1:50,000) of the area represented by arectangle marked onthe map in
the top right hand side.

D2 presents a amilar illugtration of scale, having Sx maps set out in seriesin the lower haf of
the page, the maps ranging in scale from 1:15,000,000 to 1:100. Five of the maps have a
rectangle marked on themto indicate the area represented by the next map in the series, with
the sixth map, having ascae of 1:100, illugrating the position of a desk within a Caribbean
classroom.

b) Inventive Step

The agpplicants assart that clams 1-6 include a number of features that were well known in
thefield of cartography before the priority date of the application, and that the combination
of such features does not condtitute an inventive step. In particular, they argue thet the
provision on amap of means other than the name of the destination to render the detination
clearly identifidble is shown in the following documents

D3: GB321823; 21 Nov 1929; fig. 1
D4: London School Board Atlas, George Philip & Son Ltd., 1900; page |

D3 discloses awall mounted map with numbers used to identify locations such asrailway
gations, banks and hotels, while D4 shows alinear outline marked on a map to clearly
identify the location of Westminster Abbey. In addition, the applicants dso dlege that
identifying symbals, handwritten or otherwise, such as arrows, crosses or numbers, have
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been used for many years before the priority date of the patent to mark on a map the exact
location of adedtination.

The arrangement of maps as a series in which the same geographical features are shown to
different scdesis said to be disclosed in the following documents:

D1. Visud Atlas, George Philip & Son Ltd., 1971; page 3

D2: Caribbean Socid Studies Atlas, George Philip & Son Ltd., 1986; page 2

D4: London School Board Atlas;, George Philip & Son Ltd., 1900; page |

D5: Times Atlas of the World; Times Books Ltd., 1985; plate 114

D6: Newnes Motorists Touring Atlas; John Bartholomew & Sons Ltd., 1960;
pages (V) to (vii)

D8: The AA New Book of the Road; Reader's Digest Association Ltd., 1975;
Index to maps and pages 78-81

D5 is plit into three sections, the uppermost of which showsthe Hawaiian idandsto ascde
of 1:10 million, the middle section showing a number of the idands including the idand of
Oahu to ascde of 1:1 million and the bottom right-hand section of which shows the city of
Honolulu, which is on theidand of Oahu, to ascale of 1:250,000. In D6 and D8, the series
of maps are positioned on different pages. The applicants assert that both the number of
maps in a series and the number presented on one page were awell known matter of choice
before the priority date of the patent.

The provison of aseries of mapsto different scaes covering the same geographica features
and indicating in a smdler scale map the area covered by alarger scde map, is said to be
disclosed in the following documents:

D1: Visud Atlas, George Philip & Son Ltd., 1971; page 3

D2: Caribbean Socid Studies Atlas; George Philip & Son Ltd., 1986; page 2

D4: London School Board Atlas, George Philip & Son Ltd., 1900; page |

D7: "How to get to Great Witchingham Hall the Headquarters of Matthews
Norfolk Farms'; Ordnance Survey, 1980

D16: London A-Z Street Atlas Ed 12a; Geographers A-Z Map Co. Ltd., 1988;

pages 2-3, 60-61 and 138-139
D17: London Streetfinder; Nicholson Publications Ltd., 1984; pages 142 and 160

D7 presents a series of three maps to different scales on two opposing faces of alaminated
sheet of A4 size materid. It bearsthetitle "How to get to Witchingham Hall the headquarters
of Matthews Norfolk Farms' and has on one face afirst map of Norfolk to a scae of
1:625000 and on the reverse face a second map to scale 1:50000 and athird map to amuch
larger scale. The boundary area of the third map is indicated on the second by ablack
rectangle and the boundary areas of the second and third maps are smilarly indicated on the
first. D16 and D17 both show a smal scale map of London as an index page, with
rectangular boxes identifying the area covered by larger scale maps on subsequent pages.
These larger scde maps have their own boundary markings indicating the area covered by
further larger scale maps.
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c) Literary/artistic work and/or presentation of information

The gpplicants point out that a map is defined as an artistic work in sections 4(1)(a) and 4(2)
of the Copyright, Designs and Patents Act 1988 and contend that, as such, the patent is
therefore invdid. They dso argue that it was common practice in the field of publishing before
the priority date of the patent to divide pages into a number of sections and provide different
information in each section:

D8: The AA New Book of the Road; Reader's Digest Association Ltd., 1975;
Index to maps and pages 78-81
D10: The Callins Dictionary and Thesaurus in one volume, HarperCollins, 1987,
pages 610-611
D11: European Patent Convention; EPO, 1989; pages 64 and 65
D12: "The nine symphonies of Beethovenin score”; Harcourt, Brace and Co.,
1935; pages 56 and 57
D13: "The Gardener's guide to flowers, trees and shrubs'; David & Charles
(Publishers) Ltd., 1980; pages 78 and 79
D14: Philips Modern School Atlas, George Philip & Son Ltd., 1984; pages 14-
17
D15: BritannicaAtlas, Rand, McNally & Co, 1980; pages 266-267

The subject matter of the patent and of its dams differs, the applicants say, from the
examples given above only in the literary, artistic and information content provided in each of
the sections. As such, the invention makes no technica contribution to the art.

Evidence

The applicants have filed awitness satement by David Michael Reger, an employee of
Bernard Matthews Holdings Limited, relating to the date that D7 was made available to the
public. They have dso filed an expert report prepared by Herbert Lewis O.B.E., afellow of
the Royd Geographica Society, outlining the common knowledge of a person of ordinary
skill and knowledge in the field of cartography before the priority date of the patent.

The proprietor has filed two witness statements by individuas employed in the map
publication industry, namey a Smon Butler of Z-Publishing Ltd and Alan Horfidd of
European Map Graphics Ltd, together with awitness satement by the proprietor himself.
These witness statements assert that the map has had a considerable degree of commercia
success as aresult of user demand for asmple and easy to use navigationa aid that was, at
the time of its launch, unique in the market.

TheLaw
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Section 72(1)(a) of the Act gives the comptroller power to revoke a patent, on application
by any person, if theinvention is not a patentable invention. An invention is patentable if it
meets the conditions set out in section 1(1):

"(a) the invention is new;

(b) it involves an inventive step;

(© it is capable of industrial application;

(d) the grant of a patent for it is not excluded by subsections (2) and (3)
below; "

Section 1(2) lists certain categories which, for the purposes of the Act, are not regarded to
be inventions:

"(a) a discovery, scientific theory or mathematical method,;

(b) a literary, dramatic, musical or artistic work or any other aesthetic
creation whatsoever;

(© a scheme, rule or method of performing a mental act; playing a game
or doing business; or a computer for a program;

(d) the presentation of information;

but the foregoing provisions shall prevent anything from being treated as an
invention for the purposes of this Act only to the extent that a patent or
application for a patent relates to that thing as such.”

Section 4(2) of the Copyright, Designs and Patents Act 1988 ligts certain categories of
artistic work in which copyright substs, induding:

"(a) any painting, drawing, diagram, map, chart or plan”

Neither Sde has referred meto any case law. | am mindful therefore that where, in this
decison, | refer to case law, it should be well-known and its effect long-established, so that
there can be no suggestion that | have taken into consideration points on which the parties
have not had an opportunity to comment.

Novelty

An invention defined in aclam lacks novdty if the gpecified combination of features has
aready been disclosed. The wel-established test for determining whether an invention lacks
novelty isset out in General Tire & Rubber Company v Firestone Tyre & Rubber
Company Limited [1972] RPC 457, pages 485-6:

"If the prior inventor's publication contains a clear description of, or clear

ingtructions to do or make, something that would infringe the patentegs clam if
carried out after the grant of the patentee's patent, the patenteg's claim will have been
shown to lack the necessary novelty, that isto say, it will have been anticipated.”
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Thus, for anticipation, dl that is required is to see whether carrying out the teaching in the
prior art document would condtitute an infringement of the patent in suit. Thistest was gpplied
in Glaverbel SA v British Coal Corporation and anr. [ 1995] RPC 255, page 283, where
it was dso held that:

"It is not necessary that the prior art be equd in practica utility or disclosethe same

invention in al respects as the patent in suit."

The gpplicants assert that the present invention lacks novelty with respect to D1 and D2.

The proprietor disagrees, arguing that D1 and D2 were not intended to be devices for
enabling a pre-sdected destination to be located but merely devicesto illustrate the scae of
maps. As such, they cannat have anything to do with the clear purpose of theinvention as
defined in clam 1 of the patent. The latter, in my view, is undoubtedly true. However, insofar
asclam 1 definesadevice for the particular purpose of enabling a pre-selected destination
to be located, it has long been established that such a clam should be construed asa clam to
adevicethat is suitable for that purpose and not limited to a device when used in such a
way (Adhesive Dry Mounting v. Trapp [1910] 27 RPC 341, L'Air Liquide Societe's
Application, 49 RPC 428). Eventhough D1 and D2 have nothing whatsoever to do with the
purpose of the invention, both documents are cagpable of dlowing a pre-selected destination
to be located.

The proprietor also argues that the invention defined in claim 1 is further distinguished from
this prior art by requiring a"means other than the name of the destination” to render it clearly
identifiable; in fig. 1 of the patent, the destination isidentified by way of a pointer and
highlighted boundary. On the other hand, the gpplicants point out that in most maps, D1 and
D2 included, cartographic symbols associated with named |ocations are sufficient means
"other than the name of the detination” for rendering it clearly identifigble. The specific
examples given are of ablack dot next to the words "Roya Mausoleum™ in D1 and ared
rectangle adjacent the words "the desk” in D2.

| have to agree with the gpplicants on this point, dthough the example given in respect of D1
does nat, in my opinion, clearly identify the location in the absence of its name. A better
example might have been the ralway gation in Windsor, which is dearly identifiable without
an associated labdl.

The proprietor does not contest that D1 and D2 disclose the four map arrangement as
required by clam 1. Even so, | am stisfied that both documents do disclose such an
arrangement. On gpplying the test for novelty set out in General Tire, and congtruing clam 1
as st out above, | find that claim 1 of the patent as granted lacks novelty with regard to D1
and D2 despite the fact that neither document is intended to assist atraveller intraveling to a
particular destination. However, asis set out in Glaverbel, it is not necessary that the prior
art beequd in practicd utility to the patent in suit.

Turning to the dependant claims, neither D1 nor D2 have the plastics carrier required by
clam 2 or the foldable carrier arrangements required by clams 4 and 5. They do, however,
have acarrier composed of cdlulosic materid i.e. paper, and both have visble lines for
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marking the areas of the map represented by the next map in the series. As such, | find that
clams 3 and 6 as granted aso lack novelty.

Inventive Step

Despite finding that claim 1 lacks novelty with respect to D1 and D2, | will, for the sake of
completeness, also consder the applicants assertion that clam 1 lacks an inventive step.

The wdl established approach for determining whether an invention involves an inventive step
islad down in Windsurfing International v Tabur Marine [ 1985] RPC 59
(“Windsurfing”). The fourfold structured gpproach is set out by Oliver L.J. at page 73:

"There are, we think, four steps which require to be taken in answering the

jury question. Thefirg isto identify the inventive concept embodied in the

patent in suit. Theresfter, the court has to assume the mantle of the normaly

skilled but unimaginative addressee in the art  the priority date and toimpute  to
him what was, a that date, common generd knowledgeintheartin guestion. Thethird
dep isto identify what, if any, differences exist between the matter cited as being
“known or used”’ and the dleged invention. Findly, the court has to ask itself whether, viewed
without any knowledge of the adleged invention, those differences conditute steps
which would have been obvious to the skilled man, or whether they require any
degree of invention.”

The criterion for deciding whether or not the cdlaimed invention involves an inventive sep is
wholly objective. This was reinforced by the Court of Apped in MéInlycke AB and
another v Procter & Gamble Limited and other (No 5) [1994] RPC 49 at page 113:

"The Act requires the court to make a finding of fact asto what was, a the

priority date, included in the state of the art and then to find again as afact

whether, having regard to that state of the art, the dleged inventive sepwould  be
obviousto aperson skilled inthe art.”

It is permissible for the court to consder the opinion of experts in making these findings of
fact, dthough it isfor the court to decide the weight to be given to such opinion. Mdlnlycke,
again at page 113, addresses the role of expert withesses in assisting the court:

"In gpplying the satutory criterion and making these findings the court will

amog invariably require the assstance of expert evidence. The primary  evidence will
be that of properly quaified expert witnesses who will say whether or not in thelr
opinions the relevant step would have been obviousto a skilled man having regard to
the state of the art. All other evidenceis secondary to that primary evidence."

Turning then to the four steps set out in Windsurfing, the first of these requires me to identify
the inventive concept embodied in the patent in suit. The use of digointed maps of different

scades is acknowledged in the patent as a conventiond way of planning a route to an intended
destination. However, the correspondence between the smaler and larger scale maps is often
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obscure, and the scale of maps available does not aways dlow for the precise location of the
chosen destination. The invention overcomes these deficiencies by providing a portable
device having maps (four asclamed in dam 1) of progressively larger scale arranged in
series and viewable from one side of acarrier, where dl but the largest scale map have
marked thereon, in a subgtantialy centrd location thereof, the area represented by the next
map in the series, and where the destination is clearly identified on the largest scale map by
means other than its name. The convenience of having dl necessary maps available to the
user on asingle sheet and the clear relationship between these maps underlies the inventive
concept.

The second Windsurfing step is to assume the mantle of the normally skilled but
unimagindive addressee in the art at the priority date and impute to him what was, at that
date, common general knowledge in the art in question. Neither Side has addressed the issue
of who that person might be. Absent such submissions, | am inclined to the view that the
skilled person in this art would inevitably be a person involved in the design or production of
travel maps. Messs. Lewis, Butler and Hordfield al gppear to be suitably qudified in this
regard, and their expert opinionswill need to be given the appropriate weight when
addressing the issue of inventive step.

The third Windsurfing step isto identify what differences, if any, exist between the matter
cited as being "known or used" and the dleged invention. Of dl the documents cited by the
gpplicants, D7 isthe only example of a portable device intended to assist atraveller reach a
particular pre-saected destination that comprises a series of maps of progressively larger
scae arranged on a single sheet where the relationship between the maps and thefind
destination are both clear to the user. The portable device set out in D7 presents a series of
three maps to different scales on two opposing faces of alaminated sheet of A4 Sze materidl.
It bears the title "How to get to Witchingham Hall the headquarters of Matthews Norfolk
Farms' and has on one face afirst map of Norfolk to ascae of 1:625000 and on the reverse
face a second map to scale 1:50000 and a third map to amuch larger scale. The boundary
area of the third map isindicated on the second by a black rectangle and the boundary areas
of the second and third maps are smilarly indicated on the fird.

The proprietor does not accept that this document was made available to the public before
the priority date of the patent. As a consequence, it is necessary for meto decide on this
issue before proceeding further with the third of the Windsurfing steps.

In awitness statement filed by the gpplicants, Mr Reger, an employee of Bernard Matthews
Holdings Limited, states that copies of D7 were given without any bond of confidentidity to
members of the public prior to 31% January 1989. It was common practice, he daims, to give
out copies of such amap to customers, suppliers, future employees and other visitorsin

order to assst them in getting to company headquarters at Great Witchingham Hall. The
company name was changed from Matthews Norfolk Farms to Bernard Matthews Foods
Ltd on 31% January 1989, and Mr Reger states that the map with the old company name on
it was given out before the change of company name. A copy of the " Certificate of
Incorporation on change of name" dated 31% January 1989 has been filed by the gpplicants.
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The proprietor has not put forward any evidence which contradicts or cdlsinto question that
of Mr Reger. For my own part, | have no reason to doubt the evidence provided by Mr
Reger on thisissue and, without any evidence to the contrary, | accept that D7 was "known
or used” before the priority date of the patent.

Returning to the third of the Windsurfing steps, it ssemsto me that the following differences
exist between D7 and the dleged invention of daim 1: @) D7 has only three mapsin a series,
not four, b) the maps are not dl viewable from one side of a carrier, ¢) the rectangular box
on the smdlest scae map identifying the area represented by the next smdlest scde map is
not located in asubstantialy central location, and d) the largest scale map does not identify
the destination by means other than its name.

Thefourth Windsurfing step is to ask whether, when viewed without any knowledge of the
aleged invention, these differences condtitute steps which would have been obviousto the
skilled man, or whether they require any degree of invention. Congdering firg the number of
mapsin series, Mr Lewis suggests that the number of maps employed depends on factors
such as the distance travelled and the complexity of the route, and that such factors were well
known to cartographers of ordinary skill and knowledge when deciding the layout of maps
before the priority date of the patent. It was dso common knowledge, he suggests, to
provide severd mapsto different scaes depending on the amount of detail to be shown in the
largest scale map and on the total areato be covered. D5, D6, D16 and D17, together with
the prior art acknowledged in the patent, clearly show that multi- scale mapping was a tool
commonly used by cartographers before the priority date: if the required information could
not be presented to the user using one map then alarger scale second map was required; if
the information could sill not be presented in the second map then athird, larger scale, map
was needed. The number of maps chosen by the cartographer depended entirely on the
information to be conveyed to the user, whether it be with two maps, three maps or four.
Indeed, this is aso acknowledged within the specification of the patent at lines 22-27, page
3

"The example shown illugtrates the use of four maps to locate the destination. Clearly,
where the predetermined destination isin isolated surroundings, less maps may be
needed. Conversaly, where the destination is in a conurbation, e.g. London, more than
four maps may be needed.”

| am stisfied, therefore, that having four mapsin a seriesingtead of three would not require
any degree of invention.

The second difference between D7 and the dleged invention is that the three mapsin D7 are
not dl viewable from one sde of acarrier; afirst map to scae 1:625000 is printed on one
side of alaminated sheet whilst a second map to scale 1:50000 and a third map to amuch
larger scae are printed on the reverse sde. The question | now need to answer iswould it
have been obvious to the skilled man to pogition dl three maps on just one Sde of acarrier.
Mr Lewis suggests that the common knowledge of a cartographer of ordinary skill and
knowledge before the priority date included knowledge that, depending on the size of the
paper and the size of the maps to be printed on the paper, any number of maps could be
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arranged on one Sde of asingle sheet. D7 has three maps in series, the size of the paper and
the sze of the maps dictating that the smaller scale map had to be located on the reverse sde
to the other two. The fact that two maps have been positioned on one side of D7 suggeststo
me that thisisindeed a function of the Size of the paper and the amount of information needed
by the user. Without any argument or evidence to the contrary, | am satisfied that if it were
possible for dl the necessary maps to be positioned on a single side of paper then it would
have been an obvious step for the skilled manto do so.

The third difference between D7 and the dleged invention is that the rectangular box on the
smallest scale map identifying the area represented by the next smadlest scale map is not
located in asubgtantialy centrd location. Mr Lewis suggests that the reason for thisisthat the
degtination (Great Witchingham Hall) islocated close to the sea; had the cartographer
centred the smdlest scde map on Great Witchingham Hal then hdf of the map would have
represented the sea, which would have reduced the range over which the map could be used.
| am persuaded by this argument; whilst there may be certain presentationd advantagesin
having the boxed area positioned centrally on amap, e.g. in drawing the user's attention to
the areaalot sooner, the position of the areg, it seemsto me, istotaly dependant on the
location of the destination and the scale of the larger scale map. The fact that the second map
in D7 (1:50000) has been sdlected to ensure that the destination isin a substantidly centra
area of the map suggests to me that cartographers were aware of these presentational
advantages before the priority date of the patent. Without any argument or evidence to the
contrary, | congder that this third difference between D7 and the aleged invention does not
require any degree of invention.

The find difference noted above isthat the largest scale map of D7 does not identify the
degtination by means other than its name. The map represents the destination of Greet
Witchingham Hal by its name only, without any other marking identifying its location. Mr
Lewis states that cartographers have been identifying locations on maps for centuries using
markings other than the names of the destinations, and the prior art documents D3 and D4
clearly support this. On this basis, the gpplicants argue that smply adding an additiona
identifying symbol on amap would be obvious to the skilled man. Without any evidence to
the contrary, | am persuaded by this argument and consider that identification of the
destination by means other than its name does not require any degree of invention.

As| have mentioned above, thereislittle argument from the proprietor regarding the degree
of invention required in each of the four differences between D7 and the dleged invention.
The proprietor does argue, however, that the substantia commercid success that the map
has enjoyed is an indication that the invention fulfils along-felt want for asmple and effective
device to enable a pre- salected destination to be located reliably and with ease. The
evidence of Mr Butler and Mr Horsfield supports the view that the map has been a
commercia success. However, secondary evidence of this type must be kept firmly in its
place (Mdlnlycke AB and another v Procter & Gamble Limited and other (No 5)
[1994] RPC 49 at 112-115); it must not be permitted to obscure the fact that it is no more
than an aid in assessing the primary evidence of properly quaified expert witnesses who will
say whether or not in their opinion the rdevant step would have been obviousto a skilled
man having regard to the state of the art. With thisin mind, | do not consider that the
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secondary evidence of commercid success advanced by the proprietor outweighs the
primary evidence of technica obviousness of the gpplicants.

In summary therefore, | find that theinvention of daim 1 isobviousin light of D7. Tuming to
the dependant clams, Mr Lewis, in his evidence, states that the use of plastic and paper for
the printing of maps had been standard practice for many years before the priority date of the
patent. He dso states that it was common practice before the priority date of the patent to
design maps that could be folded about a centrd line, and for individual maps to be arranged
around the folds of afoldable carrier depending on the use to which the map was to be put
and for the convenience of the user. Mr Lewis aso pointsto the use of visblelinesin D1 and
D7 as evidence that such markings were used before the priority date of the patent to mark
an area covered by the next largest scale map in a series. None of thisis contested by the
proprietor, and without any evidence to the contrary, | am persuaded that daims 2-6 also
lack an inventive gep.

Amended Claims

The proprietor has filed three sets of conditional amendments to be considered if, and only if,
cam 1intheform as granted is found to lack novety and inventive step. The firgt conditiond
amendmert requires that the fourth map of daim 1 has marked on it the names of streets
immediately adjacent the pre-sdected destination. The proprietor suggests that the effect of
this amendment is to limit the scae of the fourth map to alow accurate indication of the pre-
selected dedtination and argues that D1 could not include such information because of the
scae of the largest scale map. Whilst there gppears to be support for this amendment in the
description asfiled, | am persuaded by the gpplicants argument that the addition of street
names to the map of D1 would be obvious to a skilled man; the prior art documents D16 and
D17 clearly show that it had been known for some time before the priority date of the patent
to add street names to maps as an aid to navigation, especidly when the scale of map
alowed the names to be presented clearly. | therefore consider that the first conditiond
amendment of clam 1 lacks an inventive sep.

Clam 1 of the second conditional amendment requires that the second map has an edge
adjacent an edge of the first map, the third map has an edge adjacent an edge of the second
map and the fourth map has an edge adjacent an edge of the third map. This seeksto define
the relationship between the four maps in such away that they are arranged in a continuous
sequence from the smallest scale map to the largest. In the preferred embodiment of the
invention, this continuous sequence is essentialy a clockwise progression starting with the
smallest scde map in the top left hand corner of the carrier and ending at the largest scale
map in the bottom left hand corner. The proprietor clamsthat this arrangement is particularly
effective in asssting those using the navigationd aid to move smoothly from one scale map to
the next and argues that this feature is neither present nor suggested in any of the documents
cited by the gpplicants. The gpplicants daim that such an arrangement of maps would be
obvious having regard to the cited prior art, with Mr Lewis attesting thet this particular
arrangement of maps on a page was awell known design choice available to a cartographer
of ordinary skill and knowledge before the priority date of the patent. This has not been
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contested by the proprietor and, as aresult, | am persuaded by the applicants argument on
this point.

The applicants further argue that the proposed amendment results in the specification
disclosng additional matter or extending the protection conferred by the patent — they say
that the only order in which the maps are disclosed in the specification is with the maps
arranged in a clockwise series as set out in the second complete paragraph on page 2 and as
shown in the figure 1. | am not persuaded by this; the specification asfiled clearly refersto a
number of maps being arranged in series, “each map of which isto aprogressvely larger
scae and has marked thereon, in asubstantialy central location thereof, a neighbourhood of
the said destination, each successive one of said maps in said series being amap of the sad
neighbourhood of an immediately preceding map in said series'. Thisdearly impliesa
sequence that could be clockwise, anti-clockwise or any other arrangement which dlows a
user to scan seamlessy from the smalest scale map to the largest. | therefore find thet the
amended clam isfully supported by the specification asfiled and does not extend the
protection conferred by the patent.

The applicants dso suggest that the term "adjacent” in the proposed amendment isindefinite
and that the amendment represents an unalowable generdisation. However, the use of this
word inthe context of the specification seems to me to be reasonable and clear, and | do not
regard it asintroducing any unalowable generdisation

To summarise the position regarding the second conditional amendment therefore, athough |
have found that the proposed amendment is supported by the specification asfiled, does not
extend the scope of protection conferred by the patent and does not introduce any ambiguity,
| am not persuaded that the invention set out in daim 1 of the proposed amendment involves
an inventive gep. | find this dso to be the case with regard to dam 1 of the third conditiond
amendment, which merely combines the two features introduced by the first and second
conditiond amendments.

OmnibusClaim

Claim 8 of the patent as granted is an omnibus clam to a portable device for enabling a pre-
selected destination to be located substantialy as described with reference to the drawings.
Having read the entire specification in the light of the prior art ad of the evidence before me,
I can find nothing in it which might form the basis of a patentable invention.

Literary/artisic work and presentation of information

Inview of my findings above, | do not need to consider in detail the remaining grounds for
revocation under sections 1(2)(b) and 1(2)(d), namely that the invention conssts of nothing
more than a literary and/or artistic work or the presentation of information. | will note,
however, that whilst the statutory provisions of the Patents Act 1977 and the Copyright,
Designs and Patents Act 1988 require that maps be regarded as artistic works and therefore
be excluded from patentability, it seems to me that the portable device set out in the patent as
granted provides for more than just amap or artistic work - the device comprises a number
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of mapsthat are specificdly arranged in alinear sequence from the smallest scae map to the
largest, where the particular arrangement of maps goes beyond any literary or artistic
congderations.

In relation to the presentation of information, the Courts have held that presentation of
information can be patentable provided that the presentation serves atechnicd, rather than
merdly an intellectud, purpose. In this particular instance, when congruing the dlaimed
invention as awhole, the purpose isto present the information contained in a series of maps
that are marked and arranged in aparticular formet that alows the necessary information to
be interpreted somewhat quicker than were the maps to be presented individudly. On
balance, | would say that this does serve atechnica purpose; after dl, theintellectua
information remains the same whichever way the maps are marked and arranged.

Conclusion

In summary, | find dams 1-8 of the patent as granted dl lacking in either novety or inventive
step and that dl three conditionad amendments lack an inventive step. Accordingly, as
provided under section 72(4), | order that patent number GB 2236610 be revoked.

Costs

Since neither party has made any specific representations on costs, | shal make an
assessment based on the standard Patent Office scale. In view of the fact that this action
commenced before 22 May 2000, the old scae of costs applies. The applicants for
revocation, Y eoman Group plc, have been successful intheir action and | therefore order
Trevor Evan Parry to pay them asum of £750 as a contribution to their costs. Thissum
should be paid within five weeks from today, with payment to be suspended in the event that

an apped islodged.
Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any apped must be
lodged within 28 days.

SN DENNEHEY

Director of Patents, acting for the Comptroller



