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On 24 March 1999 I refused to deem the above application for revocation abandoned and I
am now asked for my written statement of reasons for doing so.

Background15

On 29 March 1999, Tower Software Engineering Pty of Australia filed form TM26, an
application for the revocation of registration no. 1270050, in respect of the trade mark TRIM,
standing in the name of Mr John A Seiden.  The grounds of the application were under the
provisions of Section 46 of the Trade Marks Act 1994 (the non-use provisions).  On 13 April20
1999 the form TM26 and the Statement of Grounds upon which the application was based
was sent to the registered proprietor at the address shown on the register.  The registered
proprietor’s form TM8 and Counterstatement together with a Statutory Declaration, all dated
10 July 1999, were received on 12 July 1999.  Both the Counterstatement and the Statutory
Declaration by the registered proprietor Mr John A Seiden sought security for costs on the25
grounds that the applicant for revocation was an Australian company.

The form TM8 and Counterstatement, together with the Statutory Declaration of Mr John A
Seiden, were sent to Withers & Rogers, the applicant’s trade mark attorneys on 19 July 1999. 
On 28 July 1999 the Trade Marks Registry wrote to the registered proprietor stating that the30
parties should seek to come to an agreement with regard to security for costs and only if
agreement could not be reached should the matter be referred again to the Trade Marks
Registry.  On 9 August 1999 Mr John A Seiden wrote to the Trade Marks Registry stating
that he had written to the applicant for revocation but had had no reply despite giving a
deadline for a response of 6 August 1999.  He therefore asked that the application for35
revocation be dismissed.  A copy of the registered proprietor’s letter of 
9 August was sent on 26 August 1999 by the Trade Marks Registry to Withers & Rogers, the
applicant for revocations trade mark attorneys.  They were given 14 days within which to
comment on the points raised in Mr Seiden’s letter.  They responded to this letter by writing
to Mr Seiden, in a letter dated 8 September 1999, stating that the applicant for revocation had40
a subsidiary company in the United Kingdom called Tower Software (UK) Limited and in the
circumstances security for costs was not warranted.  In a separate letter to the Trade Marks
Registry Withers & Rogers enclosed a copy of their letter to Mr Seiden stating also that it was
clear that the registered proprietor was not aware of the contents of the Trade Marks Act
1994 and the Rules associated with it.  45
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On 13 September 1999 the registered proprietor wrote to the Trade Marks Registry casting
doubt upon the status of the applicant’s subsidiary in the United Kingdom, particularly as they
were not a party to the proceedings.  In the event, the Trade Marks Registry wrote to Withers
& Rogers on 29 September 1999 stating that, under the provisions of Section 68(3) of the
Trade Marks Act 1994 and Rule 55 of the Trade Marks Rules 1994, the Registrar required5
Tower Software Engineering Pty Limited, the applicant for revocation, to provide security for
costs in the sum of £900 to the registered proprietor in respect of these proceedings.  They
were told that if they wished to contest this order they had one month from the date of receipt
of the letter to do so or to request a hearing; if, within that time scale, the security for costs
was not provided or a hearing had not been requested then, under the provisions of Rule10
55(2), they were told, the application for revocation may be deemed to be withdrawn.

On 11 October 1999, under cover of a letter dated 8 October 1999, Withers & Rogers, filed
evidence in support of the application and on 25 October 1999, they wrote to the Trade Marks
Registry stating that the applicant for revocation had agreed to provide security for costs in15
the sum of £900 and had written to the registered proprietor to agree the most appropriate
way for providing the security for costs.  On 2 November the registered proprietor wrote to
the Trade Marks Registry, with a copy of a letter from him of the same date to Withers &
Rogers, in which he accepted the latter’s recommendation that the sum of money forming the
security for costs should be held by the Trade Marks Registry.  However, it would appear that20
it is not the Trade Marks Registry’s practice to hold such sums in relation to trade mark
disputes but, neither of the parties to this dispute were informed of this fact by the Trade
Marks Registry until the registered proprietor telephoned the Trade Marks Registry on 23
November 1999 to ask whether Withers & Rogers had complied with the Order for security of
costs and lodged £900 with the Trade Marks Registry.  Subsequently, the registered25
proprietor, Mr John A Seiden wrote to the Trade Marks Registry on 23 November (see Annex
A), and a response was sent to Mr Seiden by the Trade Marks Registry on 2 December (this
dealt with other matters also) and insofar as the security for costs issue is concerned it stated
that:

30
Security for Costs

In Withers & Rogers letter to the Registrar dated 25 October 1999 they informed her
that they would arrange with you "the most appropriate way for providing security for
costs".  From the comments in your letters it appears that they had proposed that the35
Registrar should keep the funds.  I informed you that it is not the Registrar's usual
practice to hold such funds and that this is made clear in the Trade Marks Registry
Work Manual at Chapter 15 which relates to Law Section practice and procedures.  I
have copied the pages from the work manual relating to Security for Costs for you
although the complete Chapter 15 is available for public inspection via the Patent40
Office web site (www.patent.gov.uk).

This action has been brought before the Trade Marks Registry which, with respect, has
its own Rules and procedures to follow.  In St Trudo [1995 RPC 370] it was held that
the Rules of the Supreme Court (which are now the Civil Procedure Rules) do not45
normally have a role to play before the Trade Marks Registry.  The Registrar,
however, has the inherent jurisdiction to refer to some of the authority of the higher
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courts where its Rules and procedures are silent.  This is not the case with regards
to Security for Costs.  Not only does the Registrar have specific Rules allowing the
Registrar to make such a requirement, as noted in the Work Manual extract supplied
we have our own procedures by which we would normally seek to implement that
Rule.  Therefore, whether you are correct in how such a procedure would operate in5
the Courts, the procedure followed within the Registry is not the same.  You should
note that the Registrar while not being bound by Court procedure will follow any
relevant precedents in cases decided before the Court when considering whether to
award Security for Costs.  I hope that this explains the situation more clearly for you.

10
The Appointed Person held in the LIQUID FORCE case that it is in the interests of
justice that prima facie valid actions should - where appropriate and despite apparent
failures to meet technical requirements - be allowed to be decided upon the substantive
issues of the case.  Therefore and despite the fact that the Registrar does not usually
hold such funds, the Registrar has considered all the circumstances of this action and is15
prepared to hold such funds pending the outcome of the action.  The parties should
note that this action is very much the exception and is done solely to resolve this
particular dispute.

In addition to the Customer Service Standards set out for the Patent Office and the20
section from Chapter 15 dealing with security for costs, I enclose a copy of Rule 55
from the Trade Marks Rules which outline the Registrar's vires in this issue.  You will
note that the decision to deem an application abandoned if the other side fail to pay the
security is one which is discretionary and therefore the Registrar has decided to give
the applicant one final chance to lay this issue to rest.25

Therefore the Registrar will allow a final period in which the Applicant for Revocation
shall pay the Security for Costs into the Registry.  That fee must be paid into the
account on or before 17 December 1999 - failure to pay the order will result in the
Registrar deeming the action abandoned in accordance with Rule 55(2) of the Trade30
Marks Rules 1994 (as amended) by the Trade Mark Amendment Rules 1998.

If either party disagree with the decisions reached by the Registrar on this case, they
must request an Interlocutory Hearing on or before 17 December 1999.

35
That letter was copied to Withers & Rogers who spoke to the Trade Marks Registry on 3
December 1999 about the arrangements for the payment of security for costs in this case.  On
6 December the Trade Marks Registry wrote to Withers & Rogers, following their phone call,
stating that they had two options, both of which would enable sums of money to be paid to the
Patent Office as security for costs in this case.  The first was an individual cheque from the40
Company, the second option being a letter authorising the debit of the sum of £900 from their
deposit account held with the Patent Office.  On 8 December Withers & Rogers wrote to the
Trade Marks Registry enclosing an individual Withers & Rogers cheque made payable to the
Patent Office, for the sum of £900 being security for costs in relation to these proceedings. 
On the same date the registered proprietor wrote to the Trade Mark Registry.  His letter is45
attached at Annex B.  He was advised to seek a hearing on the matter of the late payment of
the security of costs if he continued to be unhappy.  This he did and the matter came to be
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heard before me on 24 March 2000.   Mr Seiden appeared in person.  The applicants for
revocation were not present or represented, but provided written comments.

Mr John A Seiden stated at the Hearing that he had not, prior to the hearing, read the Trade
Marks Act 1994 or the Trade Marks Rules 1994 (as amended).  He had in his possession a5
copy of an extract from the Trade Marks Registry’s Work Manual, in particular those
paragraphs dealing with security for costs.  On the basis of that information he submitted that
the Registrar had exceeded her powers in allowing the applicant for revocation to provide the
security for costs so long after his initial request.  In particular, he referred to the Work
Manual which stated that a party should only have 14 days for comment in response to a10
request for security for costs.  In this case, Withers & Rogers on behalf of the applicant for
revocation had had over five months in which to respond.  The Registrar and the Trade Marks
Registry therefore had no power to allow a party to take so long to resolve matters.  In his
view “the 14 day Rule” (which I took to mean the 14 days set out in the Trade Marks Manual
for a party to comment on any request from the other side for security of costs) applied in this15
case and it had clearly been breached.  

Decision

There was no argument before me that the security for costs should not have been provided20
under the appropriate provisions of the Act and Rules in this case.  Therefore, the only issue
on which I need to rule is whether the security for costs was or was not provided in the
timescale directed by the Trade Marks Registry and if it was not, whether, as a result, the
application for revocation should be deemed abandoned.  The appropriate section and rule is
Section 68 of the Trade Marks Act 1994 and Rule 55 which I will set out below.25

68. - (1) Provision may be made by rules empowering the registrar, in any proceedings
before him under this Act -

 
(a) to award any party such costs as he may consider reasonable, and30
(b) to direct how and my what parties they are to be paid.

(2) Any such order of the registrar may be enforced -

(a) in England and Wales or Northern Ireland, in the same way as an order of35
the High Court;

(b) in Scotland, in the same way as a decree for expenses granted by the Court
of Session.

40
(3) Provision may be made by rules empowering the registrar, in such cases as may be
prescribed, to require a party to proceedings before him to give security for costs, in
relation to those proceedings or to proceedings on appeal, and as to the consequences
if security is not given.

45
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Rule 55. - (1) The registrar may require any person who is a party in any proceedings
before him under the Act or these Rules to give security for costs in relation to those
proceedings; and he may require security for the costs of any appeal from his decision.

(2) In default of such security being given, the registrar, in the case of the proceedings5
before him, or , in the case of an appeal, the person appointed under section 76 may
treat the party in default as having withdrawn his application, opposition, objection or
intervention, as the case may be.

The first point that I note is that neither the Act or the Rule requires a party to provide10
security for costs within any statutorily defined or prescribed timescale.  It must therefore, it
seems to me, be a matter of practice and procedure for the staff at the Trade Marks Registry
to set a particular timescale.  Mr Seiden however, has referred to a 14 day rule and an
examination of that part of the Trade Marks Registry’s Work Manual dealing with security for
costs, suggests that he may have mis-interpreted the position.  That part of the Trade Marks15
Registry’s Work Manual at Chapter 15 which deals with security for costs is attached at
Annex C.  It states that a request for security for costs by one party must be forwarded by the
Trade Marks Registry to the other party to the dispute and that they should be given 14 days
to comment upon that request.  That is the only 14 day period that I can see has any part to
play in this matter.  In this case, the applicant for revocation’s agent’s Wither & Rogers, were20
asked to comment on the request for security for costs within 14 days of the Trade Marks
Registry’s letter of 26 August 1999.  They did so, in their letter to the Trade Marks Registry
dated 8 September 1999.  Therefore, they met the 14 day requirement at that time.

Subsequently, and in line with the draft letter set out in Annex C, the Trade Marks Registry25
directed Withers & Rogers to pay as security for costs the sum of £900 within one month of
the date of the letter so directing.  That letter was dated 29 September 1999.  In their letter of 
25 October 1999 Withers & Rogers wrote to the Trade Marks Registry stating that they
agreed to provide this security for costs and had written to the registered proprietor to agree
the most appropriate way for the sum to be held.  The registered proprietor confirmed this to30
the Trade Marks Registry in a letter dated 2 November 1999.  

It is unfortunate that the staff in the Trade Marks Registry did not pick up at that time that
what was being proposed was that the Patent Office should hold this sum of £900 as security
for costs in these proceedings which as stated earlier is not the Patent Offices normal practice35
so to do.  It only became apparent when the registered proprietor spoke on the telephone to
the staff of the Trade Marks Registry on 23 November that matters were going awry.  I am
given no information as to why Withers & Rogers having agreed to provide the security for
costs and having agreed that this should be lodged with the Patent Office did not approach the 
Patent Office to make appropriate arrangements.  It might then have emerged some weeks40
earlier than it did that it is not the Patent Office’s normal practice to hold monies in trade
marks disputes.  Be that as it may, when the matter was brought to the attention of Withers &
Rogers by telephone on 3 December 1999 and by confirmatory letter on 6 December 1999,
after arrangements had been made for the Patent Office to hold the monies in this case, the
sum of £900 was paid over to the Patent Office as security for costs on 8 December 1999.45
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In all of the circumstances, it seems to me that the firm of Withers & Rogers, on behalf of the
applicant for revocation can be criticised for not pursuing the payment of the security for costs
with a degree more diligence in the period, having agreed to do so.  But the sum of money
was eventually paid over after the Trade Marks Registry had got involved in the arrangements
for holding the money.5

It does not seem to me, that Withers & Rogers, on behalf of the applicant for revocation, have
deliberately sought to thwart or disadvantage the registered proprietor.  It might have been
expected that they should have known that it was not the Trade Marks Registry’s practice to
hold security for costs monies in trade marks disputes.   However, the provision of security for10
costs is a relatively rare occurrence in trade marks disputes such that some lack of awareness,
even by professional representatives must be tolerated.  But the point at issue is whether the
registered proprietor has been harmed or disadvantaged by their action or in some way
inconvenienced to the point where it would be right to hold that because the monies were not
paid as directed within the one month stipulated by the Trade Marks Registry the application15
should be deemed abandoned under the provisions of Rule 55(2).  In my view it would not. 
There has been no disadvantage or inconvenience such that the determination of this case
should not be on the basis of the substantive issue rather than a technical one.  I was satisfied
that the direction for security for costs in this case had been met, the cheque for £900 having
been paid into the Patent Office on 8 December 1999 and accordingly I refused to deem the20
application abandoned.  The proceedings continue and the registered proprietor was advised
that he had three months from the date of the hearing in which to file his evidence in support
of his registration.

Dated this         4            day of May 200025

30

M KNIGHT
For the Registrar
The Comptroller General35

40

45
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