
TRADE MARKS ACT 1994

IN THE MATTER OF 
APPLICATION NO 2107667
TO REGISTER A TRADE
 MARK IN CLASS 35

DECISION AND GROUNDS OF DECISION

On 14 August 1999 The Reynolds and Reynolds Company of 800 Germantown Street,
Dayton, Ohio 45407, United States of America applied under the Trade Marks Act 1994 to
register the trade mark DEALERNET in Class 35 in respect of the following services:

“Information, collection, storage, retrieval and dissemination services; provision of
access to information databases; computer services relating to all the aforesaid.”

Objection was taken to the application under Section 3(1)(b) of the Act as the mark is devoid
of any distinctive character for e.g. networked information services relating to, or provided by
dealers. 

At a hearing, at which the applicants were represented by Mr Hitchcock of Lloyd Wise,
Tregear & Co, their trade mark agents, the objection was maintained. The applicants
subsequently provided details of how the mark is used in relation to the goods contained
within the specification filed (copy attached at Annex A). However, I was not persuaded that
the mark is distinctive and maintained the objection.  At this time the applicants were referred
to information retrieved from their own Web site which supported the objection (copy
attached at Annex B). The applicant was allowed a period until 28 June 1999 in which to
respond. However, by 17 August 1999 no response hade been received and the application
was refused in accordance with Section 37(4) of the Act.

Following refusal of the application under Section 37(4) of the Act I am now asked under
Section 76 of the Act and Rule 56(2) of the Trade Mark Rules 1994 to state in writing the
grounds of my decision and the materials used in arriving at it.

No evidence of use has been put before me. I have, therefore, only the prima facie case to
consider. 

Section 3(1)(b) of the Act reads as follows:

“The following shall not be registered -

(b) trade marks are devoid of distinctive character

The test of distinctiveness was laid down by Mr Justice Jacob in the TREAT case [1996] RPC
281 page 306 lines 2-5 when he said:



“What does devoid of any distinctive character mean? I think the phrase requires
consideration of the mark on its own, assuming no use. Is it the sort of word (or other
sign) which cannot do the job of distinguishing without first educating the public that it
is a trade mark?” 

The mark consists of the English dictionary words DEALER and NET conjoined. The primary
definition of the word DEALER in Collins English Dictionary (Millennium edition) is:

1 A person or firm engaged in commercial purchase and sale; trader: a car dealer

The same dictionary defines the word NET as denoting, inter alia:

8 informal. Short for Internet. and 

9 another word for network,
 but limits this to a reference to the word NETWORK meaning - A system of
intersecting lines, roads, veins etc.

The registry has, since it’s publication on 12 March 1997 in Trade Mark Journal no 6166, had
a clear practice in respect of trade marks which incorporate the word NET. This practice is set
out below:

1. The word NET is recorded in Collins Dictionary as an abbreviation for “network”.
The words NET and NETWORK are becoming increasingly interchangeable for
electronic goods and services. Consequently applications to register trade marks,
which contain the word NET for such goods and services, whether or not as part of
a domain name, are unlikely to be accepted prima facie if the same mark with the
word NETWORK substituted, would be refused.

2. This means that applications to register the word NET in combination with a word
describing characteristics of electronic networks (eg FAST NET), are likely to be
refused registration for network apparatus and services in Classes 9 and 38, unless
there is evidence that the mark has acquired a distinctive character. The same is true of
marks in Class 9 which describe characteristics of computer software (eg NET
CONTROLLER).

3. Applications to register a trade mark consisting of the word NET in combination
with the name of subject (eg WEATHERNET) are also likely to be refused prima facie
registration for electronic information services in Class 38 and for software for
supplying such information in Class 9.

4. A number of marks have been accepted in the past which are not in line with the
above practice. However, in view of the increasing use by traders of the abbreviation
NET referred to above, the Registrar considers that the significance of the word has
now changed and a change in practice is appropriate.

In relation to the services applied for I consider that the words DEALERNET are descriptive
of services which enable customers or potential customers to contact a network of dealers. It
is clear from the applicants’ own web site ( a copy of which was sent to Mr Hitchcock on 28



January 1999) that the services applied for link customers, and potential customers, to a dealer
network. It appears that these services are directed at purchasers of, and dealers in, motor
vehicles. The applicants state in their own web site that their services enable customers to have
direct access to a “network of over 4,500 accredited dealers”.  The information provided by
the applicant (Annex A refers) makes it clear that the services provide a connection to a
network of automotive dealers. In my view the mark is directly descriptive of such services
and is, therefore, devoid of any distinctive character.  Indeed, an objection under Section
3(1)(c) of the act would also have been appropriate.

It is my conclusion that the mark is devoid of any distinctive character. I do not say that the
mark is incapable of achieving registration but I do not consider that the public would, without
education, regard this sign to be an indication of origin of the goods. I therefore conclude that
the sign is debarred from registration by virtue of Section 3(1)(b) of the Act.

In this decision I have considered all the documents filed by the applicant and all the
arguments submitted to me in relation to this application and, for the reasons given, it is
refused under the terms of Section 37(4) of the Act because it fails to qualify under Section
3(1)(b) of the Act.

Dated this   17     day of November 1999

A J PIKE
For the Registrar
The Comptroller General
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