
TRADE MARKS ACT 1994

IN THE MATTER OF
APPLICATION NO 2133080
BY THE FRESH BREATH COMPANY LIMITED
TO REGISTER A TRADE MARK
IN CLASSES 3 AND 5

DECISION AND GROUNDS OF DECISION

On 16 May 1997, The Fresh Breath Company Limited of Conan Doyle House, 2 Devonshire
Place, London, W1N 1PA applied under the Trade Marks Act 1994 to register the trade mark
shown at Annex A in Classes 3 and 5. The form of application also indicated that the mark
applied for is a 3-dimensional mark. 

The goods for which registration is sought are as follows:

Class 3 Dentifrices; oral hygiene products; preparations for cleaning and for flavouring
the mouth, breath, teeth and artificial dentures; non-medicated toilet
preparations for the mouth, breath, teeth and artificial dentures; disclosing
tablets and liquids; mouth washes, mouth rinses and gargling preparations.

Class 5 Pharmaceutical and medicinal preparations and substances for the mouth,
breath, teeth, artificial dentures, and oral hygiene.

Objection was taken to the application under Sections 3(1)(a) and (b) of the Act because the
mark consists exclusively of the shape of a bottle, not capable of distinguishing and being
devoid of any distinctive character for e.g. bottles used to store goods.

Prior to the hearing which was held on 26 February 1999 the agent submitted independent
evidence in support of the application. This evidence was discussed at a hearing at which the
applicants were represented by Mr Eder of E Eder & Co, their trade mark agents. At the
hearing the objection under Section 3(1)(a) of the Act was waived but the objection under
Section 3(1)(b) of the Act was maintained. Following refusal of the application under Section
37(4) of the Act I am now asked under Section 76 of the Act and Rule 56(2) of the Trade
Marks Rules 1994 to state in writing the grounds of my decision and the materials used in
arriving at it.

Firstly, I must consider the prima facie case for acceptance.



Section 3(1)(b) of the Act is set out below:

3-(1) The following shall not be registered:

(b) trade marks which are devoid of any distinctive character, 

The test of distinctiveness was laid down by Mr Justice Jacob in the TREAT case [1996] RPC
281 page 306 lines 2-5 when he said:

“What does devoid of distinctive character mean? I think the phrase requires
consideration of the mark on its own, assuming no use. Is it the sort of word (or other
sign) which cannot do the job of distinguishing without first educating the public that it
is a trade mark?”   

The Registrar’s practice in relation to shape marks is set out in Chapter 6 of the Registry’s
Work Manual at Page 58. The appropriate section is reproduced below:

“The appropriate test for prima facie acceptance will be whether because:

1.The shape in question immediately strikes the eye as different and therefore
memorable;

2.and the differences between the applicants’ shape and those used by other traders 
are arbitrary and not dictated by function or some other non-trade mark purpose;

the public are likely to assume that the goods or services with reference to which the shape   
is to be used recurrently are those of one and the same undertaking.

Shapes, or elements of shapes, which are likely to be taken by the public as serving:

a) a functional purpose (such as improving the performance of the goods);

b) as a convenience feature (such as convenient storage);

c) a purely decorative or aesthetic purpose (such as novelty shape for goods aimed    
at children or the attractive shape of an ornament);

- are unlikely to be regarded by the public as identifying the origin of the goods, at least    
until they have been educated to that perception.

Such signs are therefore likely to be open to objection, prima facie, on distinctiveness 
grounds, whether or not there are additional grounds of refusal under Section 3(2) of the
Act.”

At the hearing the agent referred to the objection raised in the examination report and   
argued that it was invalid because it stated that the grounds of refusal are that the mark is 
non-distinctive for bottles used to store goods. I accepted that bottles were not contained
within the specifications filed but stressed that this was an error and maintained that the



grounds of refusal are that the mark is non-distinctive for the goods claimed. The agent     
then referred me to the general shape of the bottle and, in particular, to the flange that 
appears at the top of the neck of the bottle. It was argued that the flange is a memorable
element which brought distinctiveness to the overall shape. Containers for the goods 
contained within the specifications applied for are available in a wide variety of shapes and
sizes and I do not accept that the flange feature brings any distinctiveness to the mark. It is
clear that the flange, being placed beneath the cap, simply enables the purchaser to hold the
container firmly to facilitate the removal of the cap. The overall shape of the bottle narrows
above the base to provide a  broadly triangular front profile. I see nothing out of the   
ordinary in this. Whilst it is clear that a combination of non-distinctive elements can create     
a distinctive whole I do not accept that this is the position with this mark. I do not see that
there is anything in the shape of this bottle that would serve to distinguish the goods of the
applicant from those of other traders.    

In the Proctor & Gamble Limited’s application (1996 RPC 281), Walker L J said:

“ Despite the fairly strong language of s. 3(1)(b), “devoid of any distinctive  
character” - and Mr Morcom emphasised the word “any” - that provision must in    
my judgment be directed to a visible sign or combination of signs which can by     
itself readily distinguish one trader’s product - in this case an ordinary, inexpensive
household product - from that of another competing trader. Product A and Product   
B may be different in their outward appearance and packaging, but if the differences
become apparent only on close examination and comparison, neither can be said to   
be distinctive”

I have also borne in mind the comments made by Aldous L J in the case of Phillips Electronics
N.V. v Remington Consumer Products before the Court of Appeal when he said:

“In fact I am unable to point to any feature or features of the trade mark which could
be other than descriptive of a particular design of head for an electric shaver and which
would enable the trade mark to acquire a distinctive character. The trade mark
contains no feature which has trade mark significance which could become a distinctive
character. In my view the judge was right to conclude that the trade mark was not
registrable because of section (Article) 3(1)(b) in that it was devoid of distinctive
character.”

It is my view that the shape applied for will not be taken as a trade mark without first
educating the public that it is a trade mark. It follows that this application is debarred from
prima facie acceptance for registration by Section 3(1)(b) of the Act.

However, that is not the end of the matter since I still have to consider the independent
evidence filed in support of this application.  This “evidence” is in the form of three letters and
one Statutory Declaration.

The first letter is from Dr Stemmer who is a practising dentist. Dr Stemmer states that he has
been in practice for over 25 years and that he has been actively involved in the importation,
and sale, of dental products in the United Kingdom. Dr Stemmer goes on to state that he
perceives the shape applied for to be distinctive. He also ventures an opinion on how his



patients would view the shape but he puts forward no evidence to support this and I consider
it  to be mere speculation. I therefore attach no weight to it.

The second letter is from Mr Chubb who is the managing director of the applicant company.
Mr Chubb refers to research carried out prior to commissioning the design of the bottle in
order to determine if, inter alia, any bottles of a similar shape existed. He states that they
found no examples of any dental product being sold in bottles of such a shape. He then
provides examples of quotations made by (unnamed) UK consumers when describing the
shape of the bottle which are:

“Unlike any product”

“Very different to any other product”

“Striking and visually distinctive” 

However, I have no information as to how these quotations were obtained, nor am I aware of
the total number of customers contacted or if any of them provided  any quotations which held
a contrary view. It is therefore not possible for me to attach much weight to these particular
quotations. 

The third letter is from Jane Draper who is the managing director of CTS, a company involved
in the supply of oral hygiene supplies to the dental profession. Ms Draper states that since
1981 she has never supplied or seen a dental product having the same, or similar, shape as the
bottle shape applied for.

The Statutory Declaration is by Fiona Marshall who is a dental receptionist. Part of her duties
are to meet sales personnel representing suppliers of dental products. She has studied
promotional and medical literature and considers herself to be well versed in such products.
She declares that she has never seen any product, dental or otherwise, in a bottle of this, or
similar, shape. Attached to her declaration as Exhibit FM1 are copies of pages from the
brochures of dental suppliers. For ease of reference I have attached copies of these at Annex
B. This exhibit consists of three pages from a brochure produced under the MIDENT label
and three pages from a brochure produced by HENRY SCHEIN REXODENT. The pages
contain products relating to cross infection control, oral health products, fluoride treatments
and mouthwashes. It is clear that none of the containers contained within these pages are the
same, or similar, to the mark applied for. However, I have reservations about this evidence.
There is no information as to the total number of products on sale throughout the United
Kingdom and it is clear that the products represented in these pages are not a representation of
all the bottle shapes available for these products. The exhibit does, however, bring another
point to mind. The containers and bottles represented in this evidence are of a variety of
shapes and it is clear that other shapes exist. Faced with such a variety of shapes it is unlikely
that a container  shape, unless particularly memorable and distinctive, could serve the purpose
of  distinguishing goods of one trader from all others.

This evidence and the unsworn letters emanate from people who have extensive knowledge of
these products. There is no information as to how these sources were selected, nor is there any
indication that these were the only parties approached. It appears that the evidence is from
either a supplier of the goods or from parties in the business of dentistry who may well



purchase and use the products sold in this particular bottle. The evidence is from parties who
have had considerable exposure to this particular bottle and  there is no evidence as to how the
general public perceive the mark applied for. 

In the case of Dualit Limited v Rowlett Catering Appliances Limited in the High Court of
Justice Lloyd J said:

“The survey was carried out at three retail premises: Selfridges, Divertimenti and
Jerry’s Home Store. 126 people completed the interview. A number of people were
filtered out at each of two stages, let alone those not present at the particular premises
or not approached. The first filter was to exclude those whose financial means did not
seem to be such as to make them likely or probable purchasers of the Applicant’s
relatively expensive products. Both this process and the choice of premises are
criticised as tending to weight the sample in favour of those more likely to be familiar
with and recognise the Applicant’s product. The significance of this is that the
Applicant’s product is much more expensive than those of rivals for the domestic
market, and therefore it does not by any means necessarily appeal to so wide a section
of the market. Nevertheless, in terms of recognition required for the acquisition of
distinctive character, it ought to be tested by reference to the market for domestic
toasters generally, not just the market for extremely expensive toasters.

So far as I can tell from the survey questionnaire, if it was strictly applied, the filter by
reference to available income sources was at a fairly level, and might not have been
unfair as between the Applicant’s and the Opponent’s products, or have led to the
survey being unrepresentative as regards customers for toasters generally, butthe way
it is referred to in the survey is that only “AB” respondents were to be proceeded with.
The implications of that were not explored fully in the evidence but it does seem to me
that the choice of premises may well have been designed to eliminate ,and in fact to
have eliminated, those not falling within the “AB” categories, in social and economic
terms. This is borne out by evidence in Michael Groves’ statutory declaration of 12
February 1998, paragraph 9. I think there is force in the point that in these respects the
survey produced a sample which was characteristic of the sector of the market aimed
at by the applicant, but not a properly representative sample of the market for domestic
toasters generally.”   

During the hearing it became clear that the goods are sold to ordinary members of the public
through high street stores. There is no evidence that the relevant public would see the mark
applied for as a badge of origin for these particular goods, nor is there any evidence that the
same public would perceive this particular shape as being so different that it is memorable and
therefore distinctive. 

The mark applied for is the 3-dimensional shape of a bottle which, in the prima facie case,
lacks any features of trade mark significance, The independent evidence submitted in support
of this application does not prove that relevant public regard the mark as distinctive or that it
is recognised as a badge of origin for the goods applied for. I do not say the mark is
unregistrable but in the absence of evidence that the mark has acquired a distinctive character I
do not consider it appropriate to grant a monopoly in this particular shape. I therefore
conclude that the sign is debarred from registration by virtue of Section 3(1)(b) of the Act.



In this decision I have considered all the documents filed by the applicant and all the
arguments submitted to me in relation to this application and, for the reasons given, it is
refused under the terms of Section 37(4) of the Act because it fails to qualify under Section
3(1)(b) of the Act.

Dated this   15      day of October 1999

A J PIKE
For the Registrar
The Comptroller General
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