
[image: image1.jpg]
DISPUTE RESOLUTION SERVICE

DRS011857

Decision of Independent Expert

Hermes Parcelnet Limited

and

Mr Carson Grimes

1.
The Parties:

Lead Complainant: Hermes Parcelnet Limited

Capitol House

1 Capitol Close

Morley

Leeds

West Yorkshire

LS27 0WH

United Kingdom

Complainant: Hermes Europe GmbH

Essener Str 89

Hamburg

D-22419

Germany

Respondent: Mr Carson Grimes

9 Dumfries Street

Luton

Bedfordshire

LU1 5AY

United Kingdom

2. The Domain Name(s):

hermesexpress.co.uk

3. Procedural History:

3.1
The brief procedural history of the dispute is as follows, -
05 September 2012 11:31.  Dispute received.
05 September 2012 12:29.  Complaint validated.
05 September 2012 12:39.  Notification of complaint sent to parties.
24 September 2012 02:30.  Response reminder sent.
26 September 2012 14:21.  Response received.
26 September 2012 14:21.  Notification of response sent to parties.
01 October 2012 02:30.  Reply reminder sent.
04 October 2012 09:09.  Reply received.
04 October 2012 09:12.  Notification of reply sent to parties.
04 October 2012 09:15.  Mediator appointed.
10 October 2012 09:51.  Mediation started.
18 October 2012 09:53.  Mediation failed.
18 October 2012 09:54.  Close of mediation documents sent.
26 October 2012 13:26.  Expert decision payment received. 

3.2
I, Stephen Bate, was appointed as the Expert for the case on 30 October 2012 and on  19 November 2012 signed a written declaration that I was independent of each of the parties and that there were no facts or circumstances that were required to be disclosed in connection with that independence.
4. Factual Background

4.1
The Lead Complainant, Hermes Parcelnet Ltd., (“HPL”) operates the UK’s largest home delivery courier network under the brand name ‘Hermes’. The Complainant Hermes Europe GmbH (HEG”), an associated company, owns  trade marks in the name ‘Hermes’, one of which is used by HPL with its consent.   HPL offers courier and delivery services in the UK and elsewhere partly through its website www.hermes-europe.co.uk (“the HPL/HEG Web Site”). 
4.2
The Respondent’s website (“the Website”) was first registered on 26 September 2011, operated by Hermes Express Limited (“HEL”), a company incorporated in England of which the Respondent is a director. It supplies delivery and courier services in the UK, which are advertised on the Website. 
5. Parties’ Contentions

The Complaint

5.1
The Complaint may be summarised as follows. HPL is a company incorporated under the laws of England and Wales. HEG is a company incorporated under the laws of Germany.  

5.2 The Domain Name was first registered on 31 October 2008, in the name of HEG and since then it has been owned by HEG and used for the HPL/HEG Website, which markets and sells the services of HPL. That company started business in 1999 and since 2008 it has traded exclusively under the name HERMES and the HPL/HEG Website has been prominently branded with that name from the outset. 

5.3 HPL’s commercial customers include household names such as Amazon and Next. It also has a courier and delivery service for private individuals, styled ‘MyHermes’. In addition to its 7,500 doorstep couriers, HPL maintains a fleet of branded lorries, vans and trailers. 
5.4 HPL’s turnover for each year since February 2008 has been not less than £199M and last year it reached £262M. Between February 2008 and February 2011 HPL spent in the region of £1.9M on advertising and sponsorship activities promoting the HERMES brand in the UK and in the year to February 2012 that figure was approximately £1M. The money spent on advertising included search engine optimisation. The HERMES brand has a very good reputation for delivery and courier services as evidenced by the industry awards HPL has won for its activities.


5.5 HEG operates a similar business under the HERMES brand in Germany (where it was founded in 1972) and elsewhere in Europe. HEG is the owner of the following registered trade marks which both incorporate the HERMES name and the first of which HPL uses in the UK with the consent of HEG: -
· Community Trade Mark number 007040471 registered with effect from 23 June 2008;  

· Community Trade Mark number 5175922 registered with effect from 16 June 2006.

Each of these trade marks is registered in respect of the following services, namely:

•
"organisational transport management” in class 35;

•
"repair and maintenance of technical products" in class 37;

•
"packaging, sorting, storage, transport, delivery of goods" in class 39.

5.6
In addition, HPL and HEG have sufficient reputation and goodwill in the name HERMES in connection with the supply of delivery and courier services to support an action for passing off in the UK.  


5.7 HPL and HEG became aware of the Website in May 2012. HERMES is the dominant and distinctive part of the Website’s name and the word ‘express’ is a ‘non-distinctive laudatory suffix’, signifying a characteristic of the services referred to: they can be provided with speed. There is another domain name, hermesdx.co.uk which also resolves to the Website.
5.8 The services marketed on the Website are the same or very similar to the delivery and courier services offered by HPL under the HERMES brand. A print–out from the Website shows these to be the following,-

· "Hermes Express" - a courier service whereby items are either collected by Hermes Express or taken by customers to a collection point;

· "Medical" - whereby specimens are specially packed and sent through the DX via a "Path- Pak" service;

· "Hermes Dispatch" - same day dispatch (UK and overseas) of packages via a dedicated fleet of vehicles;

· "Tracked Mail" – a tracking service through "HERMES LOGISTICS" whereby customers can check shipment status. 

5.9
Hence, the services of HEL are aimed at commercial organisations and private individuals, as are those of HPL. The Website also claims that its business owns various trade marks incorporating the word ‘Hermes’, none of these claims are true, at least with respect to the UK or Europe; indeed one, Hermes Logistics, is owned by HEG. 
The Website is stated to be operated by HEL, which is a limited company registered at Companies House under number 07610359.  The Respondent is the sole director and shareholder of HEL.
5.10
The Complainants’ lawyers wrote to the Respondent and to HEL on 25 May 2012 complaining of trade mark infringement and passing off with respect to the Website. However, no response was received. Having heard nothing, the lawyers contacted the Respondent by phone on 1 June 2012 and he told them that he would not be giving the undertakings sought in that letter.

5.11 The Respondent had the Complainants’ brand in mind when he registered the Website, for the following reasons, -

“Given that the Domain Name was registered by the Respondent on 26 September 2011 almost two years after HPL began trading in such a high profile and successful manner under the HERMES name in the UK (31 October 2008), it is reasonable to infer that the Respondent would have been well aware of HPL (and/or HEG) and the extent of HPL’s enviable reputation and goodwill at the time when he registered the Domain Name.   Indeed, the Respondent informed Clarion on the telephone on 1 June 2012 that in about 2008 or 2009 he had become aware of HPL and its business after carrying out an internet search for HERMES.  In the circumstances, and in any event, it is reasonable to assume that when the Respondent came to register the Domain Name, he would have observed that the domain name hermes-europe.co.uk was already registered by HEG and already used by HPL.  For these reasons, it is also reasonable to infer that the Respondent on registering the Domain Name, knowingly intended to deceive consumers into believing that his business is somehow connected or authorised by the Complainants and to take unfair advantage of the Complainants’ hard earned goodwill in the HERMES name for his own commercial gain.” 

5.12
The Respondent’s use of the Domain Name is likely to disrupt unfairly the Complainants’ business by diverting their customers and potential customers away from the HPL/HEG Website in particular, thereby causing commercial damage to them. Internet users searching for the delivery and courier services of the Complainants, on seeing the Domain Name and the Website will be deceived into believing (a) that the Domain Name is owned, and the Website is operated, by one or both of the Complainants, or (b) that the Domain Name and Website are otherwise authorised by or connected to the Complainants or one of them, when neither is true.
The Response
5.13
The Response is very brief. It alleges, -

“In response to this complaint, I have been using the name hermesdx, Hermesexpress and Hermes Dispatch since 29/12/2004 due to the sale of part of dx to London document exchange (LDE)Hermes express scaled down its operation. There was also a family illness which caused Carson the Director to scale down the operationevn more [sic]. In april 2006 all detail [sic] regarding hermes express were updated. in August A [sic] names MyHermes appeared online, This did not have any affect on my operatios [sic] as there was and still is no abuse. All couier [sic] companies operate in the same way and offer the same type of service. The service that Hermes Express provides is not detrimental to this other hermes Hermes Express has always offered a sameday and a nextday service with full track and trace facilities I thin it fear that I should be allowed [sic] to carry on trading as Hermes express as records shows that if the domain was available at the time MyHremes [sic] started in the uk in 2008 they would have taken on the said domain name.”
The Reply
5.14
The Reply may be summarised as follows. The Respondent’s claim to have been using the various Hermes names since 29 December 2004 is unsubstantiated. The single document he has produced to support his case provides no support for this assertion. The document is self-contradictory and unclear and neither its purpose nor date of creation are apparent.  It contains a number of extravagant claims.
5.15
It refers to a website www.freewebs.com/hermesdx, which resolves to a holding page stating “Sorry, this page was not found” and it contains no references to HERMES or to any courier business. There is also no record of this web site at the internet archive www.archive.org.

5.16
The document also contains two pro forma undated and unsigned letters apparently addressed to customers, which purport to emanate from the Respondent who in one of them introduces himself as the National Operations Manager of ‘Hermes Logistics  Specialist Counter Services’ (not Hermes Express), the business activities of which are unclear. The only evidence of Hermes Express is that shown on the Website.

5.17
It is wholly unclear what is meant by the sentence, ‘In april 2006 all detail regarding hermes express were updated [sic]’. It does not begin to substantiate a trading use by the Respondent or by HEL. His stated awareness of ‘MyHermes’ online suggests that the Respondent was well aware of the rival Hermes brand when he registered the Domain Name.  

6. Discussion and Findings
6.1 The Complainants are required under subparagraphs 2a. and 2b. of the DRS Policy to prove to the Expert on the balance of probabilities that: -

6.1.1
they have Rights in respect of a name or mark which is identical or similar to the Domain Name; and

6.1.2
the Domain Name, in the hands of the Respondent, is an Abusive Registration.

Rights

6.2
By paragraph 1 of the Policy, -

“Rights means rights enforceable by the Complainant, whether under English law or otherwise, and may include rights in descriptive terms which have acquired a secondary meaning.”

6.3
HEG is the owner of the following registered trade marks which both incorporate the HERMES name (and the first of which HPL uses in the UK with the consent of HEG), -
6.3.1
Community Trade Mark number 007040471 (‘Hermes’ with a winged device) filed on 23 June 2008 and registered on 10 December 2009.  

6.3.2
Community Trade Mark number 5175922 (‘Hermes Logistics Group’ with a slightly different winged device) filed on 16 June 2006 and registered on 10 August 2007. 
6.4.
The trade mark rights in ‘Hermes’ are owned by HEG but used by and licensed to HPL, a group company  the business of which is the subject of the complaint that it has been disrupted by or confusingly connected with, the  business carried on from the Website Thus, each of HPL and HEG has Rights. HPL has also showed sufficient reputation and goodwill in the UK to support an action for passing off in its own right and name. 
6.5
The Rights are in a name or mark, namely ‘Hermes’ (and ‘Hermes Logistics Group’), which is similar to the Domain Name. Thus, the Complainants have each established that they have Rights.

Abusive Registration

6.6
Paragraph 1 of the Policy states, -

“Abusive registration means a Domain Name which either:
i. was registered or otherwise acquired in a manner which, at the time when the registration or acquisition took place, took unfair advantage of or was unfairly detrimental to the Complainant’s Rights; or 

ii. has been used in a manner which has taken unfair advantage of or has been unfairly detrimental to the Complainant’s Rights.”

Paragraphs 3 and 4 of the Policy, so far as material, state -

“3. Evidence of Abusive Registration
a. A non-exhaustive list of factors which may be evidence that the Domain Name is an Abusive Registration is as follows:

i. Circumstances indicating that the Respondent has registered or otherwise acquired the Domain Name primarily:

A.for the purposes of selling, renting or otherwise transferring the Domain Name to the Complainant or to a competitor of the Complainant, for valuable consideration in excess of the Respondent's documented out-of-pocket costs directly associated with acquiring or using the Domain Name;
B. as a blocking registration against a name or mark in which the Complainant has Rights; or
C. for the purpose of unfairly disrupting the business of the Complainant;

ii. Circumstances indicating that the Respondent is using or threatening to use the Domain Name in a way which has confused or is likely to confuse people or businesses into believing that the Domain Name is registered to, operated or authorised by, or otherwise connected with the Complainant.

…………. 
  4. How the Respondent may demonstrate in its response      that the Domain Name is not an Abusive Registration

a. A non-exhaustive list of factors which may be evidence that the Domain Name is not an Abusive Registration is as follows:

i. Before being aware of the Complainant's cause for complaint (not necessarily the 'complaint' under the DRS), the Respondent has:

A. used or made demonstrable preparations to use the Domain Name or a domain name which is similar to the Domain Name in connection with a genuine offering of goods or services;
B. been commonly known by the name or legitimately connected with a mark which is identical or similar to the Domain Name;
C. made legitimate non-commercial or fair use of the Domain Name; or

ii. The Domain Name is generic or descriptive and the Respondent is making fair use of it;
iii. .......; or
iv. .....
b. …..

c.....
d. Trading in domain names for profit, and holding a large portfolio of domain names, are of themselves lawful activities. The Expert will review each case on its merits.

e. .....”
6.7
The Appeal Panel in DRS 04331 verbatim.co.uk determined that, for a complaint to succeed, -

“the Complainant must satisfy the Panel, as an opener, that the Respondent was aware of the existence of the Complainant or its brand at the date of registration of the Domain Name or at commencement of an objectionable use of the Domain Name.”
I adopt that approach, which is appropriate to this type of case.
6.8
I refer to the facts set out in section 4 above and incorporate them in these findings. I accept the Complainants’ case as to its business, including the type of business, the nature and extent of its advertising and goodwill and the dates given as to when the business was started, when the HPL/HEG Website was launched and as to the length of time in which HPL in particular has traded in the UK under the name Hermes. I also accept that it discovered the Website in May 2012 and that soon afterwards its lawyers wrote to the Respondent and to HEL as alleged. 

6.9
I find that the Respondent was aware of the rival brand ‘Hermes’ when he registered the Domain Name. He did not deny the conversation referred to in the Complaint: that on 1 June 2012 he told the Complainants’ lawyers on the telephone that in about 2008 or 2009 he had become aware of HPL and its business after carrying out an internet search for ‘Hermes.’ Also, he had been aware of the brand ‘MyHermes’ since August 2006.
6.10
That of itself is not enough for the Complaint to succeed. The substance of the Defence is that there had been a Hermes brand or brands in use since 29 December 2004, well before registration of the Domain Name. In particular, one of these was called ‘Hermes Express’. Hence, the Respondent would say that paragraph 4a.i.A.B. of the Policy is engaged and the complaint should fail.. 
6.11
It is now necessary to consider in more detail the development of the business associated with the Respondent, together with the circumstances in which the Domain Name was registered. The document accompanying the Response is of an unspecified nature and undated. It is quite possibly more than one document but was put forward in the context of a Response, which alleged that the business has been operating under three brand names since 29 December 2004, one of which was ‘Hermes Express’. The document is headed ‘Hermes Logistics Specialist Courier Services’ in red ink with the coloured picture of a figure of an old man with white hair and a beard, wearing a brown tunic in a stooped posture holding a lamp in one hand and a wooden staff in the other. The document advertises various delivery and courier services. The print used is of different sizes, often fairly large.  One of the services referred to is the ‘Hermes Document Xpress service’, also in red ink and accompanied by the same bearded figure, who features prominently elsewhere in the document. This service uses the Document Exchange to effect delivery. Later on in the document, it appears that ‘sameday nationwide delivery’ is offered under this service, by cars, vans and ‘7.5 tonners’. The service is elsewhere abbreviated to ‘Hermes DocXpress’. Other ‘additional services’ are offered: tracked mail, Hermes Despatch, Medical Sector services and ‘Specialist Courier’. 
6.12
The document contains two undated and unsigned letters written on the headed paper of Hermes Logistics Specialist Courier Services, accompanied by the figure of the bearded man. Each is addressed to ‘Dear DX member’, one purporting to emanate from the Respondent as National Operations Manager, the other from ‘Duane Phillips, Director’, stating ‘We are pleased to announce the appointment of Carson Grimes as National Operations Manager from January 2nd 2005’. The pages in the document bear the same red ink for the advertised services, with  the picture of the bearded figure often displayed in conjunction. The document sets out the state of the Hermes business to which the Respondent is and was connected, as at early 2005.
6.13
Nowhere in the document is there mention of Hermes Express. The Response says that in April 2006 all details relating to Hermes Express were updated. However, this statement is wholly unclear, because no service so named was mentioned in the document. The document also refers to a website as follows, ‘For information on any Hermes services, visit our website www.freewebs.com/hermesdx.’ It is not clear when HEL was incorporated. The extract from the Website annexed to the Complaint indicates that at the time when that web content was created HEL was not a company but a trading name of another company named ‘Hermesdx’. On the evidence, the company was probably incorporated later, because the Complaint (which is uncontradicted on this point) indicates that the Complainants carried out a company search, which revealed that HEL is an incorporated company. Thus, at the time when the Domain Name was registered HEL had been adopted as a trading name of Hermesdx, itself a company or trade name which had been identified in the document
.       
6.14
Turning now to the Website, it is very different to the ‘look and feel’ of the document. The typeface is more uniform and generally of the size one would expect on a commercial website. However, the bearded man does not appear. The text is on a white background, but with occasional blue banding and sections printed in blue ink. There are other colours used in addition. The red ink of the document is not present. The copy pages of the Website annexed to the Complaint advertise a business named ‘Hermes Express’. 
6.15
Having viewed the extract from the HPL/HEG Website, one is struck by the fact that the print is black and occasionally blue; indeed, the winged device forming part of the Hermes trade mark is in blue. I appreciate that the Complainants have not alleged that the ‘look and feel’ of their website has been copied and I do not so find. However, the unexplained changes in the logos and marketing material from those contained in the document to the content of the Website, and the unexplained use of blue ink (similar to that used by the Complainants on their website) are relevant factors to take into account.   
6.16
The Response did not seek to rebut the inference expressly referred to in the Complaint that the Respondent was not only aware of the Hermes brand in the field of courier and delivery services (see paragraph 6.9 above), but also aware of the  substantial reputation of HPL’s courier and delivery business when he registered the Domain Name. I find that the Respondent must have been aware of what was a prominent national trade rival when registering the Domain Name. In coming to that conclusion, I also bear in mind the large amount of expenditure on UK advertising for the Hermes brand since February 2008. 
6.17
Why did the Respondent decide to use the name ‘Hermes Express’ for the courier and delivery business, to register a domain name, i.e. the Domain Name, incorporating those words and to use it as a brand name for the Website? He has not explained why ‘Hermes Xpress’ was no longer used to describe the service and why ‘Hermesdx’ was no longer used as the trade name for the business. Nor has he explained why the website address referred to in the document, namely www.freewebs.com/hermesdx, was and is no longer used for the business.
6.18
In view of the findings in paragraphs 6.8-6.17 above I conclude that the Respondent’s motivation in registering the Domain Name was to set up and operate a website that would drive not only the existing Hermes business referred to in the document but could also take advantage of the goodwill and reputation of the Complainants’ business by taking a name, i.e. Hermes Express that would also suggest a connection with the Hermes delivery and courier business in the UK and elsewhere. 

6.19
I also note and take into account that the Respondent has not denied that part of the Complaint which asserts that this was exactly what the Respondent had in mind, namely -

“ .... it is also reasonable to infer that the Respondent on registering the Domain Name, knowingly intended to deceive consumers into believing that his business is somehow connected or authorised by the Complainants and to take unfair advantage of the Complainants’ hard earned goodwill in the HERMES name for his own commercial gain.”
6.20
Although there is no evidence of confusion having taken place, this does not mean that confusion is unlikely to take place or is unlikely to have taken place. I find that it is likely to have occurred and likely to continue occurring. The Respondent intended, that confusion to  occur, for the reasons I have given. The two businesses offer both courier and delivery services and are trade competitors in that sense. The likely reaction of customers or of potential customers when conducting an internet search for the services of the Complainants’ Hermes brand would be to conclude that the Domain Name is  registered to, operated or authorised by, or otherwise connected with the Complainants or one of them.
6.21
Thus, I conclude that the Domain Name was registered for the purpose of unfairly disrupting the business of the Complainants and also that the Respondent is using the Domain Name in a way which has confused and is likely to confuse people or businesses into believing that the Domain Name is registered to, operated or authorised by, or otherwise connected with the Complainants or one of them. 
6.22
Therefore, I find that the Domain Name in the hands of the Respondent is an Abusive Registration. 
6.23
The Complaint did not specify to which of the Complainants the order of transfer was sought. At my direction, that information was requested from the Complainants by Nominet. The information was requested by Nominet on 12 November 2012 and on the same day,  Nominet was notified on behalf of the Complainants that HEG was the company to whom the transfer was requested. Later that day Nominet sent that response to the Respondent. At my direction, the Respondent  had been given until 4pm on 16 November 2012 to make any response it might wish to with respect to that request by Nominet’s email of 12 November 2012. No  response  from the Respondent  has been received by Nominet either before or since 16 November 2012..

6.24
I   am prepared to make the order of transfer  in favour of HEG, particularly in view of its ownership of the Hermes trade marks and the domain name at which the HPL/HEG Website is operated.   
Decision

6.25
The Complainants have Rights in a name or mark, which is similar to the Domain Name, and the Domain Name in the hands of the Respondent is an Abusive Registration. The Expert therefore determines that the Domain Name ‘hermesexpress.co.uk’ be transferred to Hermes Europe GmbH.



Signed ……………………..

Dated  23 November 2012

 STEPHEN BATE
� It is not clear from the document whether Hermesdx was a trade name or a company at that stage.
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